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Certificate of Interest 

Counsel for Plaintiff–Appellant Gilbert P. Hyatt certifies the following: 

1. The full name of every party represented by me is Gilbert P. Hyatt. 

2. The real party in interest is named. 

3. There is no corporate party to this proceeding. 

4. The names of all firms and the partners or associates that appeared for the 

party now represented by me in the trial court or agency or that are ex-

pected to appear in this Court (and who have not already entered an ap-

pearance in this case) are: Paul M. Levine. 

5. Related cases are addressed in the Statement of Related Cases, infra. 

6. This is neither a criminal case with organizational victims, nor a bank-

ruptcy case with debtors or trustees. 

 

Dated: May 3, 2021      /s/ Andrew M. Grossman 

Andrew M. Grossman 
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this Court’s decision in the pending appeal. 
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Introduction 

It is not every day that a citizen comes to court armed with direct evidence 

that a federal agency has adopted a secret rule to deny his rights in violation of 

law. But that’s what happened here. 

Plaintiff–Appellant Gilbert P. Hyatt is a renowned inventor whose patent 

applications were bottled up for years by the Patent and Trademark Office. He 

learned, through discovery in other cases that prompted his own investigation, 

that this was no oversight by the agency. Instead, PTO had adopted and en-

forced a policy to block issuance of his applications as patents for decades. That 

is not speculation: Edward Kazenske, former Chief of Staff and Deputy Assis-

tant Commissioner of Patents, attested via declaration that he issued this policy 

in 1997 at the behest of then-PTO head Bruce Lehman. And other former PTO 

officials testified to their direct participation in carrying out this “no-patents-for-

Hyatt” rule through at least 2011. Another former official, Jessica Harrison, at-

tested that the current head of PTO’s “Hyatt Unit” informed her in 2013—at a 

time when PTO had blocked almost all forward progress in Hyatt’s applications 

for over a decade—that PTO intended to reject his applications for prosecution 

laches by blaming him for its delays, a strategy that the agency is carrying out 

today. The purpose of this policy, according to these officials, was to spare the 

agency and its leadership the “embarrassment” of issuing patents containing 

claims of “pioneering scope” after so much agency delay. 

Hyatt filed suit to set aside this secret rule under the Administrative Pro-

cedure Act and thereby obtain the bona fide examination of his applications to 
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which the law entitles him. His complaint summarized what he had learned 

from former PTO officials, as well as a wealth of circumstantial evidence 

demonstrating that PTO continues to enforce this unlawful rule today. That in-

cludes: PTO’s 2016 announcement that it intends to reject every single one of 

Hyatt’s applications; its maneuvering to run out in 2016 all possible patent term 

on two applications that predate the current term-adjustment regime; current 

instructions to Hyatt Unit examiners that assumes every claim will be rejected 

and directs examiners to run up the rejection count because that “tells a story” 

that might aid the agency in litigation; the Hyatt Unit’s public denigration of 

Hyatt as a “submariner” and use of what it has named the “Submarine Detec-

tor” to track his applications; and the circulation of derogatory and offensive 

materials concerning Hyatt and his personal affairs among Hyatt Unit examin-

ers. 

Accordingly, the central question for the district court should have been 

whether Hyatt could substantiate the secret no-patents-for-Hyatt rule alleged in 

his complaint—which Hyatt was able to do. After all, the district court permitted 

his APA claim to proceed on the straightforward ground that such a rule “would 

be illegal, at least a violation of the APA.” The proper way to answer that ques-

tion was through assembly or supplementation of an administrative record for 

the secret rule followed by discovery on PTO into its secret actions and policies, 

summary-judgment proceedings, and then most likely a trial, given PTO’s deni-

als that it maintains such a rule today. Or perhaps Hyatt would have prevailed 

at summary judgment based on the testimony that he could have obtained in 
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discovery. According to Technology Center Director John LeGuyader, who 

oversaw the Hyatt Unit until he retired a few months ago: “The USPTO’s deni-

als that it has obtained a ‘no-patents-for-Hyatt’ policy are false; the USPTO has 

maintained a policy of delaying and rejecting Mr. Hyatt’s applications at least 

through my retirement in [December] 2020.” LeGuyader Decl. ¶ 3.1 

But the district court took a different course. Faced with what may be the 

strongest direct showing of agency bad faith and misconduct that a court is ever 

likely to see, the district court excluded nearly all of this evidence from the record 

as “stale”; shut the door on discovery but for three short and sharply limited 

court-overseen depositions; and then, without any notice to Hyatt, entered sum-

mary judgment sua sponte in PTO’s favor. Ignoring Hyatt’s claim to set aside the 

secret rule and its previous recognition of the viability of that claim, the court 

reasoned that Hyatt could not satisfy the standard for mandamus because PTO 

had recently begun “filing numerous office actions on plaintiff’s applications” 

and so was “fulfilling its statutory duty to ‘cause an examination to be made’ of 

plaintiff’s patent applications.” 

All of this was improper. If a federal agency adopts a rule to deny a citi-

zen’s rights, the citizen can seek relief from that rule, regardless of whether that 

citizen is entitled to mandamus. Likewise, when an agency makes secret law 

and engages in bad-faith conduct, the presumption against extra-record discov-

ery necessarily falls, as there’s no other way for anyone outside the agency—

 
1 This declaration is subject to a motion to supplement the record on appeal filed 

contemporaneously with this brief. 
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including the court—to determine what the agency did and whether its repre-

sentations in court can be taken at face value. And when the dispute between 

parties in litigation is one of fact, as it was here, a district court has no basis to 

resolve that dispute based on credibility determinations and heavy-handed infer-

ences against the plaintiff at the summary-judgment stage, let alone to do so 

without even providing the party it ruled against notice of its intentions and an 

opportunity to make its case.  

Under the rulings of the district court here, no citizen could ever obtain 

relief from an agency’s secret decision to shred his rights. Fortunately, that is not 

how the law works. Federal agencies do not possess carte blanche to violate citi-

zens’ rights, nor may they shield their violations by throwing up a wall of se-

crecy. Federal courts have the power and the duty to cut through an agency’s 

bad-faith denials of misconduct, to uncover the truth about an agency’s mistreat-

ment of citizens, to set aside an agency’s unlawful actions, and ultimately to do 

justice. The district court lost sight of all this, and that infected its entire ap-

proach to this case with serious error. Its judgment should be vacated so that 

Hyatt may vindicate his rights against an agency that—according to the testi-

mony of its own former officials—is dead set on denying them. 

Jurisdictional Statement 

The district court had jurisdiction pursuant to 28 U.S.C. § 1331 and 28 

U.S.C. § 1361. This is an appeal from a final judgment entered on August 19, 

2020. Appx42. The notice of appeal was timely filed on August 21, 2020. 

Appx11151. This Court has jurisdiction under 28 U.S.C. § 1295(a). 
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Statement of Issues 

Hyatt presented direct evidence from former PTO officials proving that 

PTO has adopted and continuously applied a secret rule to decline ever to issue 

to him another patent. The district court found his detailed complaint allegations 

sufficient to state an APA claim to set aside this unlawful rule. But it subse-

quently ruled all evidence substantiating those allegations irrelevant and entered 

summary judgment—without notice or briefing opportunity—against Hyatt, on 

the basis that PTO had recently entered final action on several of Hyatt’s pend-

ing applications, such that Hyatt was not entitled to mandamus-style relief. The 

questions for review are: 

1. Whether a PTO rule to deny further patents to a specific inventor, 

regardless of merit, may be “h[e]ld unlawful and set aside” under the APA, 

5 U.S.C. § 706(2)(A); 

2. Whether the district court’s exclusion of all evidence establishing 

such an unlawful secret policy from the record and denial of discovery tailored 

to the detailed allegations of bad faith was an abuse of discretion; 

3. Whether the district court’s resolution of factual disputes and cred-

ibility questions on summary judgment, issued without adequate notice or op-

portunity to respond, satisfied the standards of Rule 56; and 

4. Whether sovereign immunity prevents a district court from issuing 

a refund of fees wrongly collected and retained by an agency that has committed 

itself not to undertake the service for which those fees are required by law. 
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Statement of the Case 

A. PTO Decides Never To Issue Another Patent to Hyatt and 

Applies That Rule Continuously and Indefinitely 

Gilbert P. Hyatt is an accomplished engineer, scientist, and inventor, with 

nearly 75 patents to his name that cover technology from computer memory 

architecture to sound and speech processing. Hyatt also is the owner and inven-

tor of nearly 400 other patent applications currently pending before PTO or re-

cently held abandoned by the agency. His applications have been pending before 

the agency for decades, in some cases for over 40 years. 

In the mid-1990s, then-PTO Commissioner Bruce Lehman took aim at so-

called “submarine patents,” which are those with early filing dates covering 

technology that was widely adopted at the time of issuance. Appx1411–1414; 

Appx1442; Appx1494. His crusade was prompted, in large part, by industry and 

patent bar representatives, as well as large American and Japanese corporations, 

who lobbied PTO to curtail perceived submarine applications. Appx1411–1413; 

Appx1416. Commissioner Lehman testified before Congress that these so-called 

submarine patents were “pure and simple, an extortion game,” and directed 

PTO to put a stop to them. Patent System and Modern Technology Needs: 

Meeting the Challenge of the 21st Century, Hearing Before the H. Subcomm. 

on Science, 104th Cong. 24 (1996).  

On the false notion that Hyatt was a “submariner,” PTO determined not 

to issue him any more patents. Appx1414–1418; Appx1444–1445; Appx1380. 

PTO has carried out that mandate over the past two decades through a series of 
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tactics, beginning with delay and more recently acting to mire Hyatt’s applica-

tions in “administrative purgatory.”  

1. In the late-1990s, Deputy Assistant Commissioner for Patents Ed-

ward Kazenske, who was “Commissioner Lehman’s Chief conduit to the entire 

PTO,” personally “ordered the PTO policy not to issue Mr. Hyatt any more 

patents”—a fact he attested to below. Appx1419; see also Appx1412; Appx1414; 

Appx1417; Appx1419–1420. Following that order, the Office of Patent Publica-

tion determined that four of Hyatt’s patents were approved by examiners for 

issuance, and PTO promptly withdrew those four patents from issuance. 

Appx1415. This violated PTO regulations, see 37 C.F.R. § 1.313(b), and did not 

involve a review of claims for patentability, Appx1379. 

Mr. Kazenske and other senior PTO officials took a series of additional 

steps to implement the no-patents-for-Hyatt policy. One was to run word 

searches for Hyatt’s name across the database of issuing patents to ensure that 

no more patents would issue to Hyatt. Appx1376. Another was to “park” Hy-

att’s applications in “shadow” or “phantom” art units that existed on paper only; 

no examiners were assigned to the applications, and they were not included in 

PTO pendency statistics or other audited reports that track PTO’s examination 

progress. Appx1417. 

Mr. Kazenske also issued an order not to take any action (including patent 

issuance) in cases where the Board of Patent Appeals and Interferences2 sided 

 
2 Since succeeded by the Patent Trial and Appeal Board. Both are referred to 

herein as the “Board.” 
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with Hyatt and reversed examiner’s rejections. Appx1419–1420; Appx1503. 

Among the applications placed “on hold” by this order was the ’263 Applica-

tion, even though PTO represented to a federal court that it would act on this 

application as soon as it received a certain order from the Board. Appx894–896; 

Appx1709; Appx1988. That order came down in June 2003, but no action oc-

curred in the ’263 Application for 14 more years. Appx1501–1502; Appx1510. 

Although Mr. Kazenske believed at the time, between 1997 and 1999, that 

the purpose of these actions was to “consolidate recourse on Mr. Hyatt’s appli-

cations” to resolve issues common across families of applications, he knew “that 

the PTO was not examining Mr. Hyatt’s applications” and that “[t]he objective 

was to delay issuance of patents to Mr. Hyatt….” Appx1420. At the time Mr. 

Kazenske was reassigned in 1999—and at the time he left in 2005—the order 

not to issue patents to Hyatt had not been rescinded. Appx1420–1421. 

2. Through the 2000s, the no-patents-for-Hyatt rule “expanded be-

yond the initial policy of not issuing patents to Mr. Hyatt until all family related 

issues were resolved” and became “an even stricter ‘no patents’ policy”—period. 

Appx1440; see also Appx1444. PTO also expanded the maneuvers to enforce this 

rule. It maintained the “shadow” or “phantom” art unit model, Appx1441, and 

also secretly assigned Hyatt’s patent applications to management personnel who 

do not examine applications so as to remove them from the dockets of examin-

ers, who are generally required to act on applications in a timely fashion. 

Appx1443–1444; Appx1489; Appx1495–1496. As former Supervisor Patent Ex-

aminer Michael Razavi attested below: 
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We often placed Mr. Hyatt’s applications on hold 

meaning no examination for years at a time, we 

stopped issuing examiner answers to his many appeal 

briefs so that Mr. Hyatt could not get to the Board of 

Appeals,[3] and we dismissed his many petitions to pro-

vide examination so that he could not go to court to 

question a petition denial. Senior Management decided 

to just suspend Mr. Hyatt’s applications for many years. 

Appx1440–1441. In short, “[t]he reality is that we simply stopped working to-

wards resolving any patentability issues. We simply were not going to issue Mr. 

Hyatt any patents due to the age of his applications and potential embarrassment 

due to PTO delay.” Appx1444–1445.  

PTO’s principal strategy at this time was blocking forward progress 

through delay. PTO issued approximately 2,200 suspensions of examination in 

Hyatt’s applications between 2007 and 2012, Appx1484, and, in other instances, 

simply stopped work without entering suspensions, Appx1440–1442; 

Appx1493. During this period, PTO assigned nearly 100 of Hyatt’s applications 

to a single examiner in addition to his normal workload, leaving him to examine 

those applications in his personal time without additional pay. Appx137; Hyatt 

v. Hirshfeld, Case No. 1:20-cv-990-AJT/IDD, ECF 90, at 55 (Jan. 11, 2021). 

An additional barrier to Hyatt’s applications was the secret “Sensitive Ap-

plication Warning System,” or “SAWS,” which PTO used to block issuance of 

patents for political reasons alien to the Patent Act or governing regulations. 

 
3 Under the PTO’s procedural rules, jurisdiction does not vest with the Board 

until an examiner files a brief, known as the examiner’s answer. One common 

PTO tactic against Hyatt was simply never to file that brief and, hence, to thwart 

the administrative appeal. Appx1443; Appx1484; Appx1486. 
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Appx770; Appx773–774; Appx1485; Appx1487; Appx1494; Appx1505. All of 

Hyatt’s applications were SAWS-flagged—without notice to Hyatt—and one 

consequence of this designation was that, when an application reached the 

Board, PTO notified the Board ex parte that Hyatt’s applications were blocked 

from issuance. Appx772; Appx1505.  

After seeing that Hyatt was exercising his right to obtain district court re-

view of Board decisions, PTO stopped filing Examiner’s Answers in his appeals 

and thereby prevented them from proceeding to the Board, Appx1443, putting 

80 appeals in a state of limbo, Appx1486, that the D.C. District Court called 

“Never-Never Land,” Hyatt v. Iancu, 332 F. Supp. 3d 113, 122 (D.D.C. 2018). 

Prior to that, when PTO had participated in the administrative appeal process 

and Hyatt prevailed, PTO had a policy of “recycling” the applications by reo-

pening prosecution rather than issue them, according to a senior PTO official. 

Appx904–905; Appx1990; Appx1487; Appx1501; Appx1503–1505; Appx1511. 

In at least two applications, Hyatt prevailed before the Board in the mid-2000s, 

but PTO took no action until 2019—when all it had to do was issue patents on 

the claims that Hyatt prevailed on—and, when it did act, it issued rejections 

materially akin to those the Board had overturned, along with prosecution-

laches rejections blaming Hyatt for PTO’s own delay. Appx889–890; 

Appx11110–11111. 

Throughout this period, Hyatt attempted to obtain relief from PTO’s de-

lays by filing petitions for action on his applications and requests for status up-

dates. See, e.g., Appx2018–2027. In most instances, PTO dismissed those 
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petitions on grounds that Hyatt’s applications were already entitled to expedi-

tion under PTO policy, and it falsely represented that examiners would be in-

structed that they were appropriate for expedited action. See generally Appx1501, 

Appx1506, Appx1511. 

3. In 2012, PTO changed tactics and reconstituted Art Unit 2615 as 

what it internally calls the “Hyatt Unit,” a group of approximately a dozen pa-

tent examiners who deal almost exclusively with Hyatt’s applications. Appx869. 

For the first six years in which Supervisory Patent Examiner Gregory Morse led 

the Hyatt Unit—he is its current leader—it succeeded in preventing the Board 

from taking jurisdiction over a single one of Hyatt’s applications. Appx920–921. 

In late 2013, the Hyatt Unit restarted examination of Hyatt’s applications 

at square one, discarding years of examination and prosecution, and then 

dumped on Hyatt what its leader characterized as a “boatload” of nearly 400 

burdensome office actions, referred to as the “Requirements.” Appx1492. The 

quantity of paper that these Office Actions consumed was so large it backlogged 

PTO’s mailing facilities. Appx1490. Meanwhile, Mr. Morse has directed his Hy-

att Unit examiners to reject and object to Hyatt’s applications, “[h]ave the cour-

age to beat the” priority date the examiners identify, and, if Hyatt “comes back 

and shows you an earlier date…, we’ll write a new rejection and go final,” with-

out regard to merit. Appx942; see also Appx2008. To that end, Mr. Morse pro-

vided Hyatt Unit examiners with extensive guidance on how to reject and object 

to Hyatt’s applications. Appx1998–Appx2017. For example, he ordered them to 

“reject more claims over more applications with less explanation.” Appx954–
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955; see also Appx2006. He instructed them to identify new grounds of rejection 

where Hyatt was able to overcome prior rejections. Appx2002; Appx2008. And 

he instructed them to withhold information from Hyatt that he could use to 

avoid forced abandonment of his applications and to enter unnecessary rejec-

tions because running up the numbers “tells a story.” Appx948; see also 

Appx2005. Many of these Hyatt-specific policies, which were disclosed to Hyatt 

only in recent litigation, conflict with PTO’s official policies. In deposition tes-

timony, Mr. Morse stated that he could not recall a single instance when he 

issued any guidance, written or otherwise, to Hyatt Unit examiners on finding 

allowable subject matter in Hyatt’s patent claims, as PTO policy requires. 

Appx946. Hyatt Unit examiners also penalized Hyatt for trivial matters like ty-

pographical errors that PTO policy encourages examiners to fix on their own in 

the interest of expediting prosecution. Appx952; Appx2008–2009. And when 

Hyatt has filed petitions to challenge such denials, PTO has ignored those peti-

tions. Appx1501; Appx1503.  

The Hyatt Unit is in no hurry to do anything with Hyatt’s applications. 

The Hyatt Unit’s lack of productivity forced high-level PTO Officials to remove 

Hyatt’s applications from PTO performance metrics, lest the lack of productivity 

jeopardize management bonuses. Appx905–906; Appx999–1003. Senior PTO 

Officials joke that even with PTO purportedly assigning an entire art unit to ex-

amine his applications, Hyatt’s applications were exiled to a “parking lot” or are 

in a purgatory that they call “Leggoland.” Appx1002. Another concrete exam-

ple of PTO’s current policy toward Hyatt is its running out all potential patent 
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term for two applications through administrative delay. The applications were 

filed after the June 8, 1995, amendments to the Patent Act implementing 20-

year patent terms running from the effective filing date, see Appx6–7, and PTO’s 

repeated suspensions and other delays exhausted the potential term for any pa-

tentable claims. Appx871–876. Mr. Morse testified below that he “actually lost 

track” of these applications, Appx876, notwithstanding that Hyatt had repeat-

edly petitioned PTO to act on them, Appx1500. 

4. PTO’s bad faith handling of Hyatt’s patent applications is further 

evidenced by the bias that its officials regularly display against him.  

PTO during the Hyatt Unit era continues to regard Hyatt as a “subma-

riner” seeking to abuse the patent system. Mr. Morse uses software called the 

“Submarine Detector” (featuring an image of a submarine) to track Hyatt’s ap-

plications. Appx797–798. And, of course, PTO still labels Hyatt a “submariner” 

in internal correspondence and even talking points for public dissemination. 

Appx1492; Appx1498. 

For another example, an examiner responsible for Hyatt’s applications 

created an image labeled “THE SUBMARINE PROSECUTION CHOKE-

HOLD,” which superimposes Hyatt’s face and a dollar sign onto the body of a 

professional wrestler choking an opponent whose shoulder bears PTO’s seal: 
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Appx1751–1756. This “prosecution chokehold” language subsequently ap-

peared in official PTO office actions issued on Hyatt’s applications. Appx1502; 

Appx959. Yet Mr. Morse testified that he did not review the image, the exam-

iner was not disciplined, and the examiner continued for years to examine Hy-

att’s applications. Appx959. 

In separate incidents, Richard Hjerpe, the Supervisory Patent Examiner 

then charged with overseeing examination of all Hyatt’s patent applications, 

openly mocked Hyatt to high-level PTO management personnel who he appar-

ently believed shared his disdain for Hyatt. Appx792. The leader of the Hyatt 

Unit and Hyatt Unit examiners regularly circulate among themselves articles 

and information concerning Hyatt that is not related to the merit of his patent 
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applications, including information regarding his personal life. Appx1490; 

Appx1502. Hyatt Unit examiners also exchanged emails disparaging Hyatt. 

Appx1491. One Hyatt Unit examiner circulated decades-old news articles about 

Hyatt’s divorce to the entire Hyatt Unit, including its supervisor, Mr. Morse, on 

PTO’s computer system during business hours. Appx1490; Appx1502. In the 

FOIA litigation that Hyatt had to file to obtain that document, the D.C. District 

Court observed that this correspondence provides “a plausible basis for Hyatt to 

suspect [PTO examiners’] personal opinions may have interfered with their 

work.” Hyatt v. USPTO, 346 F. Supp. 3d 141, 152 (D.D.C. 2018). 

5. Before PTO acted to bottle up Hyatt’s applications in the agency by 

blocking his administrative appeals, several applications were rejected and made 

it to federal court under 35 U.S.C. § 145 after a final decision by the Board. Three 

were at issue in a series of cases (the “Section 145 Cases”) that went to trial 

before the D.C. District Court (Hon. Royce Lamberth). See Hyatt v. Iancu, Case 

Nos. 05-2310 (D.D.C.); 09-1864 (D.D.C.), 09-1872 (D.D.C.).  

After its summary judgment motions were denied in significant part, PTO 

sought to use the Section 145 Cases as a vehicle for putting an end to all of Hy-

att’s pending applications by obtaining a finding of “prosecution laches”—that 

is, that he had engaged in unreasonable and unexplained delay amounting to an 

egregious abuse of the patent system. Appx2040–2041. Hyatt, in turn, sought 

and obtained limited discovery that he used to obtain evidence of PTO’s treat-

ment of him and handling of his applications. To limit Hyatt’s use of such evi-

dence from 2003 to 2013 at trial, PTO conceded that Hyatt should not be held 
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responsible for delays from 2003 to 2013. The court rejected PTO’s laches de-

fense at the close of its case on the ground that the agency had not met its burden 

of identifying unreasonable and unexplained delay by Hyatt.  

The court’s “Laches Opinion” decision issued on August 1, 2018. Hyatt v. 

Iancu, 332 F. Supp. 3d 113 (D.D.C. 2018). The court observed that it was “par-

ticularly telling…that many of Mr. Hyatt’s applications spent an inordinate time 

in a proverbial Never-Never Land, during which he was not allowed under 

PTO’s procedures to prosecute his applications further,” id. at 122; that PTO by 

admission “shoulders responsibility for the delay” in examination between 2003 

and 2012, id. at 131; that PTO’s hostile response to Hyatt’s exercise of his right 

to seek judicial review of its actions was “somewhere between vexing and out-

right galling,” as “[i]t takes a certain chutzpah for a government agency to chafe 

against citizens seeking to vindicate their rights through lawfully available 

means,” id. at 133 n.14; and that PTO “repeatedly disclaimed any attempt at all 

to show Mr. Hyatt intended to obstruct the patent system,” id. at 136 n.19. 

In a separate “Merits Opinion,” the court concluded that Hyatt’s applica-

tions contained patentable subject matter and ordered PTO to issue Hyatt three 

patents containing more than 80 claims. Hyatt v. Iancu, 332 F. Supp. 3d 83 

(D.D.C. 2018). Notably, those three applications are similar to and share speci-

fications with many of the applications that remain mired before PTO. Laches 

Opinion, 332 F. Supp. 3d at 131, 138. Notwithstanding the potential merit of 

Hyatt’s pending applications, PTO publicly confirmed in the Section 145 Cases, 

as part of its laches argument, that it does not intend to allow any of them to 
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issue. In motion papers and in open court, it stated unequivocally that it intends 

to reject “all of his [Hyatt’s] pending applications at the USPTO.” Appx2051. 

B. Hyatt Seeks Relief from PTO’s Rule Not To Issue Him Another 

Patent 

Hyatt was aware of PTO’s delay and previously sought relief from PTO’s 

undue delay on certain of his applications. But it was not until discovery in the 

Section 145 Cases in 2017, and the investigation that it prompted him to under-

take, that he finally understood the extent of PTO’s bad faith, particularly with 

regard to the Hyatt Unit’s policies, ongoing course of conduct, and purpose.  

1. Accordingly, Hyatt filed this suit on May 7, 2018, seeking relief 

from PTO’s unlawful decision that it will not issue him further patents to which 

he may be entitled and its denial of his rights under the Patent Act and the Ad-

ministrative Procedure Act (APA). Count IV seeks an order under APA Section 

706(2) setting aside PTO’s unlawful rule of not issuing any more patents to Hy-

att, regardless of the merits of his claims. Counts V and VI seek relief under APA 

Section 706(1) and through mandamus from the unlawfully withheld action of 

a bona fide patent examination, as required under the Patent Act. Hyatt also 

seeks, in Counts I and III, a refund of the fees that PTO imposed on him through 

carrying out its unlawful determination and denial of his rights. 

Hyatt’s complaint was met with a motion to dismiss, which the district 

court granted in part and denied in part. In relevant part, the district court deter-

mined that the complaint adequately stated APA claims because a no-patents-

for-Hyatt rule “would be illegal, at least a violation of the APA.” Appx48. It also 
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concluded that Hyatt’s refund claim contravened sovereign immunity as a suit 

for money damages against the United States. Appx47–48. 

2. Meanwhile, Hyatt sought discovery from PTO, which PTO resisted 

on the ground that APA actions are ordinarily resolved on the administrative 

record without discovery. The court initially resolved that dispute by affording 

Hyatt the opportunity to take five depositions, or three if Hyatt were to elect to 

take a Rule 30(b)(6) deposition. Appx51. But the court later modified that ruling 

by requiring Hyatt to take the depositions in one afternoon before the court. 

Appx53. After Hyatt elected the 30(b)(6) option and served notice of the topics, 

PTO objected to (inter alia) the temporal scope of the topics, and the court issued 

a ruling sustaining that objection under the theory that only direct evidence of 

“a current, de facto policy not to issue him patents and to avoid final agency ac-

tion” is relevant to Hyatt’s APA claims. Appx57–58. 

At the hearing, Hyatt’s counsel was afforded about three-and-a-half hours 

for all three depositions.4 Cf. Appx862 (1:39 p.m. start) with Appx997 (5:19 stop). 

Per the court’s temporal-scope order, Hyatt’s counsel was repeatedly barred 

from asking questions pertaining to matters more than a couple years prior to 

the hearing date. See, e.g., Appx877–878; Appx883. Hyatt’s counsel also did not 

have documentary discovery from this matter with which to question witnesses 

or refresh their recollection. Instead, the court itself simply asked the witnesses 

 
4 The PTO’s 30(b)(6) deponent, Tariq Hafiz, knew almost nothing of the topics 

identified in the 30(b)(6) notice. See Appx968–974.  
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whether a policy of denying Hyatt’s patent applications exists, and they denied 

it. See, e.g., Appx887–888; Appx899; Appx915; Appx920. 

3. Around this time, the court also issued orders requiring PTO to pro-

vide a list of recent office actions PTO made with respect to Hyatt’s applications, 

Appx59; Appx74–75, which PTO did, Appx1008; Appx1519–1525. Hyatt re-

sponded that the lists were inaccurate and masked the continued application of 

PTO’s longstanding delay tactics, such as forcing the abandonment of applica-

tions due to PTO’s own delay, the failure to file examiner’s answers to allow 

administrative appeals to proceed, ignoring Hyatt’s petitions, ignoring entire ap-

plications, and inflating productivity through reporting tricks. See Appx1012–

1021 (collecting evidence for these positions). Hyatt also requested the court, 

pursuant to the Supreme Court’s recently issued decision in Department of Com-

merce v. New York, 139 S. Ct. 2551 (2019), to order a supplementation of the 

administrative record and, after that, to entertain briefing and make a final deci-

sion on the scope of discovery. Appx1020–1021. 

On January 15, 2020, the court directed the parties to propose additional 

material to supplement the administrative record and to exchange positions in 

briefs regarding those proposals. See Appx74. The court also represented that 

“no further discovery would be permitted at that time,” but that “the parties 

[will] have an opportunity to argue” before a final ruling on the scope of discov-

ery. Appx72; see also Appx62–63; Appx832 (stating that the parties would have 

opportunity to “show [the court] what the landscape of the case looks like” after 

depositions). 

Case: 21-1708      Document: 9     Page: 28     Filed: 05/03/2021



 

20 

Hyatt responded with six declarations and three deposition transcripts 

(from the Section 145 Cases) in which former PTO officials attested to the no-

patents-for-Hyatt rule and substantiated the central allegations of the complaint. 

See Appx1372; Appx1397; Appx1409; Appx1438; Appx1450; Appx1463; 

Appx1468; Appx1477; Appx1483. Hyatt also proposed for inclusion internal 

PTO documents Hyatt had obtained as well as the complete file histories of Hy-

att’s applications. Appx82. 

The court rejected all of these materials. Appx86–87. The court began 

with the premise that, under Section 706(1) of the APA, “[t]he only agency ac-

tion that can be compelled…is action legally required” and, hence, that Hyatt is 

“not entitled to relief under [Section] 706(1) based on any past delay.” Appx80 

(citation omitted). The court concluded that, although this is “such a case” 

where extra-record inquiry is appropriate (i.e., due to Hyatt’s showing of PTO 

bad faith), “[t]he nature of the question presented….must inform the scope and 

contents of the record for review of the PTO’s action.” Appx81; Appx83. The 

court therefore limited the record to materials pertaining only to “recent ac-

tions.” Appx83. As to the declarations and deposition transcripts, the court con-

cluded that the first-hand “observations…are stale and are not probative of 

whether there is a current, de facto policy to refrain from issuing plaintiff any 

patents[.]” Appx86. The court did not address the fact that one declaration of 

Jessica Harrison addressed events occurring as recently as 2013 and 2018 and 

that others (such as Razavi’s) were of PTO officials who retired only recently. 

The court concluded that the complete file histories were unnecessary to show 
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“the PTO’s recent handling of plaintiff’s patent applications.” Appx85. And the 

court concluded that the internal PTO communications were not properly part 

of the record because “deliberative materials are not included in the administra-

tive record.” Appx85. 

4. In the same order, the court ordered a subsequent “hearing on the 

merits,” without further elaboration. Appx87. The order mentioned nothing 

about briefing or the presentation of additional evidence. It also said nothing of 

further opportunity to argue for further discovery, as it had promised to provide 

in past orders. On May 15, that hearing occurred, and counsel for Hyatt outlined 

how he believed the case should proceed: the parties should first brief the possi-

bility of further discovery and, then, the court should entertain cross-motions for 

summary judgment. Appx11115. The court did not state that the hearing was a 

summary-judgment hearing or that the court was considering whether to issue 

summary judgment at that time. The words “summary judgment” are absent 

from the transcript. 

5. On August 19, 2020, the court entered summary judgment in PTO’s 

favor. Appx1. First, the court concluded that summary judgment was proper, 

despite the lack of briefing, because the court is permitted to issue judgment sua 

sponte and had provided notice with its order setting a hearing “on the merits.” 

Appx19. 

Second, the court reiterated its previous rulings that relief under Section 

706(1) alone was available and that this “mandamus” style of relief “is a ‘drastic’ 

remedy that is warranted ‘only in extraordinary situations.’” Appx21–22 
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(citation omitted). The court concluded the sole non-discretionary activity that 

could be ordered through a writ of mandamus was the examination of Hyatt’s 

patents. Appx23. The court at no point addressed Hyatt’s claim for an order 

setting aside PTO’s unlawful rule under Section 706(2), despite having recog-

nized the viability of that claim in its motion-to-dismiss order. 

Third, the court recited PTO’s list of recent office actions and concluded 

from this that PTO “is fulfilling its statutory duty to ‘cause an examination to be 

made’ of plaintiff’s patent applications[.]” Appx34. The court concluded that the 

actions speak for themselves, it credited PTO officials’ denial of a no-patents-

for-Hyatt policy, and it dismissed Hyatt’s arguments that various PTO actions 

represented circumstantial evidence of bad faith. In short: “The PTO’s actions 

on plaintiff’s patent applications are the reason this suit must end.” Appx33. 

Finally, the court rejected Hyatt’s request for further discovery. The court 

concluded that the deliberative-process privilege operated as a categorical bar to 

discovery because Hyatt had not met the standard of showing “impermissible 

prejudgment” for purposes of establishing the merits of a due-process claim. 

Appx35. It also dismissed Hyatt’s various evidence of bad faith, such as the 

“CHOKEHOLD” image and other derogatory correspondence, as amenable to 

interpretations short of a systemic bias against Hyatt within PTO. Appx36–37. 

In making these determinations, the court credited Mr. Morse’s denial at the 

court-overseen discovery hearing that PTO enforced a “no-patents-for-Hyatt” 

policy. See, e.g., Appx38. 

Hyatt timely appealed.  
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Summary of Argument 

The complaint alleged, and Hyatt presented direct evidence proving, that 

PTO has adopted and enforced a no-patents-for-Hyatt rule. At the motion-to-

dismiss stage, the district court had no trouble finding that “[s]uch a policy 

would be illegal, at least a violation of the APA.” Appx48. But the court’s sub-

sequent rulings on the scope of the record and summary judgment departed 

without explanation from this straightforward premise, resulting in myriad er-

rors in its judgment. 

I. The court ignored Hyatt’s claim for relief under APA Section 

706(2), which authorizes a court to set aside an unlawful agency rule. Forgetting 

this, the court inferred from the Supreme Court’s holding that “a claim under 

§ 706(1) can proceed only where a plaintiff asserts that an agency failed to take 

a discrete agency action that it is required to take,” Norton v. S. Utah Wilderness All., 

542 U.S. 55, 64 (2004), that its power was limited to ordering an examination of 

Hyatt’s patents, which it concluded was already occurring. There is no such lim-

itation, and the existence of examination activity does not resolve Hyatt’s chal-

lenge to PTO’s rule. Because the court was empowered to set aside an unlawful 

no-patents-for-Hyatt rule, the question it should have asked is whether such a 

rule exists—in particular, whether the allegations of the complaint that it recog-

nized to provide grounds for relief could be proven—not merely whether PTO 

had recently undertaken actions in Hyatt’s applications. 

II. This error of law also steered off course the district court’s determi-

nations on the scope of discovery and the administrative record. The court’s 
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exclusion of Hyatt’s extensive direct evidence supporting the complaint’s allega-

tions turned on the court’s erroneous view that only recent evidence of current 

inaction is legally relevant. Not so. A showing that an unlawful rule existed at 

any time shifts the burden to the government to establish rescission of that rule. 

And the court’s conclusion that the deliberative-process privilege provides a cat-

egorical bar on discovery ignored both that evidence of a secret agency law is 

not privileged and that a plaintiff need not establish the merits of a bad faith 

claim to show an entitlement to discovery to obtain proof on the merits. 

III. The court’s resolution of this case on summary judgment was, in 

any event, procedurally erroneous. First, the court was obligated to provide Hy-

att “notice and a reasonable time to respond” before entering summary judg-

ment against him sua sponte, Fed. R. Civ. P. 56(f), and an ambiguous reference 

to a hearing “on the merits,” standing alone, fell well short of that mark. Under 

governing law, that error alone requires reversal. It materially prejudiced Hyatt’s 

rights, not to mention the district court’s understanding of the issues. 

Second, the court was obligated to take all facts and inferences in Hyatt’s 

favor, but its ruling did the opposite. It took virtually every fact and inference in 

PTO’s favor and credited the dubious testimony of PTO’s witnesses. The court 

justified what effectively were trial-stage rulings on the evidence with the princi-

ple that APA actions are ordinarily decided on the administrative record. But 

that is true only where “[t]he entire case on review is a question of law, and only 

a question of law.” Marshall Cty. Health Care Auth. v. Shalala, 988 F.2d 1221, 1226 

(D.C. Cir. 1993). Hyatt’s central claims present a question of fact—has PTO 
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adopted a secret rule to deny him patents?—and, based on the evidence pre-

sented, a trial was required to answer that question. 

IV. The district court’s motion-to-dismiss ruling rejecting Hyatt’s claim 

to a refund of fees charged by PTO in bad faith was also erroneous. The APA 

waives sovereign immunity as to cases “seeking relief other than money dam-

ages,” 5 U.S.C. § 702, and Hyatt’s refund claim does not seek “money dam-

ages,” but “the recovery of specific property or monies.” Bowen v. Massachusetts, 

487 U.S. 879, 899 (1988) (citation omitted). This was not, as the district court 

wrongly believed, a “substitute” form of relief, but “the very thing to which [Hy-

att] was entitled” by law, id. at 895 (citation omitted), because the Patent Act 

does not authorize the collection of fees except in exchange for a bona fide patent 

examination.  

Argument 

I. Standard of Review 

The district court’s summary-judgment ruling is subject to de novo review, 

McKay v. United States, 199 F.3d 1376, 1380 (Fed. Cir. 1999), as is its motion-to-

dismiss ruling, Athey v. United States, 908 F.3d 696, 705 (Fed. Cir. 2018). This 

Court reviews the trial court’s “evidentiary determinations, including determi-

nations to grant or deny a motion to supplement the administrative record, for 

abuse of discretion.” Safeguard Base Operations, LLC v. United States, 989 F.3d 

1326, 1343 (Fed. Cir. 2021). The district court’s decision to enter summary judg-

ment sua sponte is likewise subject to abuse-of-discretion review. Matthews v. 

Thomas, 385 F. App’x 283, 288 (4th Cir. 2010). A “decision [that] is based on an 
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erroneous construction of the law” constitutes an abuse of discretion. Safeguard 

Base Operations, LLC, 989 F.3d at 1349; see also Highmark Inc. v. Allcare Health 

Mgmt. Sys., Inc., 572 U.S. 559, 564 n.2 (2014) (“A district court would necessarily 

abuse its discretion if it based its ruling on an erroneous view of the law.” (quot-

ing Cooter & Gell v. Hartmarx Corp., 496 U.S. 384, 405 (1990)).  

II. The District Court Erred in Entering Summary Judgment on Hyatt’s 

Claim To Set Aside PTO’s No-Patents-for-Hyatt Rule 

A. A final “agency action” reviewable under the APA includes both an 

“action complained of” and “action to be compelled.” Norton v. S. Utah Wilder-

ness All., 542 U.S. 55, 62 (2004). Included within that former category is “an 

agency rule,” 5 U.S.C. § 551(13), which, in turn, is defined as: “the whole or 

part of an agency statement of general or particular applicability and future effect 

designed to implement, interpret, or prescribe law or policy or describing the 

organization, procedure, or practice requirements of an agency,” 5 U.S.C. 

§ 551(4). That term “rule” is “defined broadly,” Perez v. Mortg. Bankers Ass’n, 575 

U.S. 92, 95–96 (2015); see also Mil. Ord. of Purple Heart of USA v. Sec’y of Veterans 

Affs., 580 F.3d 1293, 1296 (Fed. Cir. 2009), and includes all types of non-formal 

agency statements or positions that govern agency practice, see, e.g., Coal. for 

Common Sense in Gov’t Procurement v. Sec’y of Veterans Affs., 464 F.3d 1306, 1317 

(Fed. Cir. 2006) (holding that a “Dear Manufacturer letter” was a rule that could 

be set aside under the APA); Iowa League of Cities v. EPA, 711 F.3d 844, 876 (8th 

Cir. 2013) (holding that agency letter could be set aside it “had the effect of an-

nouncing a legislative rule” that should have been promulgated through notice-
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and-comment procedures); San Diego Air Sports Ctr., Inc. v. FAA, 887 F.2d 966, 

970 (9th Cir. 1989) (holding that an agency “letter is a rule”); Faith Int’l Adoptions 

v. Pompeo, 345 F. Supp. 3d 1314, 1328 (W.D. Wash. 2018) (holding that email 

directive “was a substantive rule requiring notice-and-comment procedures.”); 

Avoyelles Sportsmen’s League, Inc. v. Marsh, 715 F.2d 897, 908 (5th Cir. 1983) 

(“The APA defines the term ‘rule’ broadly enough to include virtually every 

statement an agency may make.”). 

PTO’s no-patents-for-Hyatt policy clearly qualifies as a “rule.” It was a 

final statement, or series of them, from PTO officials to subordinates effectuating 

“a change in existing law or policy” by departing from the Patent Act standards 

to a standard of inventor-based discrimination, and they “affect[ed] individual 

rights and obligations” by denying Hyatt his rights to an examination under the 

Patent Act’s standards and to those patents to which he is legally entitled. Mil. 

Ord. of Purple Heart, 580 F.3d at 1296 (quoting Animal Legal Def. Fund v. Quigg, 

932 F.2d 920, 927 (Fed. Cir. 1991)). The policy was final and bound the agency, 

as evidenced, inter alia, by the facts that patents initially allowed to Hyatt were 

removed from allowance and procedures were established to prevent further al-

lowances and meaningful examination. See Coal. for Common Sense in Gov’t Pro-

curement, 464 F.3d at 1317–18; Chem Serv., Inc. v. Env’t Monitoring Sys. Lab’y-Cin-

cinnati of U.S. EPA, 12 F.3d 1256, 1267 (3d Cir. 1993). 

Although this rule was not announced to the general public, that does not 

undermine its status as a “rule” under the APA—if anything, that confirms its 

unlawfulness. It is settled that a body of “secret law” applied within an agency 
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to members of the public in cases before it constitutes “the law itself.” Coastal 

States Gas Corp. v. Dep’t of Energy, 617 F.2d 854, 868 (D.C. Cir. 1980) (quoting 

Sterling Drug, Inc. v. FTC, 450 F.2d 698, 708 (D.C. Cir. 1971)); Tax Analysts v. 

IRS, 117 F.3d 607, 617 (D.C. Cir. 1997); Schlefer v. United States, 702 F.2d 233, 

244 (D.C. Cir. 1983); see also Dickson v. Sec’y of Def., 68 F.3d 1396, 1406 n.17 

(D.C. Cir. 1995).  

As such, it must be declared unlawful and set aside under Section 706(2) 

if contrary to statute. See Elec. Priv. Info. Ctr. v. U.S. Dep’t of Homeland Sec., 653 

F.3d 1, 3 (D.C. Cir. 2011) (holding that agency’s secret procedures for using 

advanced imaging technology could be set aside under Section 706(2)). That is 

what Hyatt pleaded as Count IV and sought as relief on that claim. 

B. The district court recognized as much in its motion-to-dismiss rul-

ing, which held this claim to “survive” the motion because “the PTO’s alleged 

de facto policy or rule not to issue plaintiff any more patents” would “be illegal, 

at least a violation of the APA.” Appx48. This ruling implicitly found the com-

plaint to contain “sufficient factual matter, accepted as true, to ‘state a claim to 

relief that is plausible on its face,’” Ashcroft v. Iqbal, 556 U.S. 662, 678 (2009) 

(citation omitted), which PTO disputed, see Appx225–226. After that ruling, the 

question should have been whether Hyatt could substantiate that plausible claim 

to relief with legally sufficient evidence. 

Instead, upon reaching the summary-judgment juncture sua sponte and 

without notice, the district court ignored Hyatt’s request to set aside PTO’s un-

lawful rule and proceeded as if he sought relief only “pursuant to § 706(1), which 
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provides that a reviewing court ‘shall…compel agency action unlawfully with-

held or unreasonably delayed.’” Appx21. The court considered itself limited to 

ordering “legally required action” under a standard “identical to the limitation 

on relief available through the common law writ of mandamus.” Appx21; see 

also Appx21–22 (“Because plaintiff seeks mandamus, it is important to note that 

mandamus is a ‘drastic’ remedy that is warranted ‘only in extraordinary situa-

tions.’” (citation omitted)). The court restricted Hyatt’s claims to the assertion 

“that the PTO is unlawfully withholding legally required action on plaintiff’s 

patent applications,” Appx21, and rejected the claims because of the agency’s 

“numerous office actions on plaintiff’s applications.” Appx25–27. The court de-

scribed various office actions and concluded that “the PTO’s office actions ad-

dressing [various] issues…make clear that the PTO is fulfilling its statutory duty 

to examine plaintiff’s patent applications.” Appx27. The court reasoned from 

this that “there is no legally required action for a reviewing court to compel with 

respect to plaintiff’s patent applications.” Appx27.  

This analysis bypassed Section 706(2) and its requirement that a court “set 

aside” an unlawful rule. Under that provision, there was no requirement that 

Hyatt identify “‘a ministerial or non-discretionary act.’” Appx21 (quoting Nor-

ton, 542 U.S. at 64). Section 706(2) requires a district court to set aside a rule 

that is “arbitrary and capricious” or “otherwise not in accordance with law,” 

whether or not the rule addresses ministerial or nondiscretionary matters. 

5 U.S.C. § 706(2)(A). The mere existence of agency activity was neither dispos-

itive nor even particularly relevant to the unlawful-rule claim. The court’s 
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inquiry neither distinguished activity pursuant to an unlawful policy from activ-

ity free from such a policy, nor evaluated the evidence of whether such an un-

lawful policy exists. The court entered judgment against Hyatt without so much 

as considering the unlawful-rule claim that he pleaded and that the court had 

earlier recognized to provide a sound basis for relief.  

C. The district court’s error followed from a flawed reading of the Su-

preme Court’s Norton decision. See Appx21–23. Norton held that “a claim under 

§ 706(1) can proceed only where a plaintiff asserts that an agency failed to take 

a discrete agency action that it is required to take.” 542 U.S. at 64 (emphasis in 

original). But that holding does not reach claims like Count IV seeking to set 

aside final agency actions (like rules) under Section 706(2). See Or. Nat. Desert 

Ass’n v. Bureau of Land Mgmt., 625 F.3d 1092, 1119 (9th Cir. 2010) (finding Norton 

irrelevant because “we are reviewing the validity of the final agency action that 

was taken, not—as in [Norton]—demanding that the agency take some action 

that it has not taken”); Nat’l Ass’n of Home Builders v. U.S. Army Corps of Eng’rs, 

417 F.3d 1272, 1280–81 (D.C. Cir. 2005) (same); Biodiversity Conservation All. v. 

Jiron, 762 F.3d 1036, 1078 n.53 (10th Cir. 2014) (same); Nw. Env’t Def. Ctr. v. 

Bonneville Power Admin., 477 F.3d 668, 681 n.10 (9th Cir. 2007) (same). The dis-

trict court’s conclusion to the contrary was legal error. 

D. Finally, there is no merit to the district court’s apparent view that 

granting relief on Hyatt’s set-aside claim “would amount to an end-run around 

the procedure for obtaining judicial review of patentability determinations.” 

Appx23. That claim does not seek to “interrogate the correctness of the PTO’s 
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actions” on particular applications, Appx23, but to obtain relief from an unlaw-

ful rule. While actions in particular applications may serve as circumstantial ev-

idence of that rule, a judgment setting it aside would not determine the merit of 

any patent claim in any application. To the extent the district court believed 

otherwise, it was wrong. After all, practically every agency rule subject to judi-

cial review has some application in future discrete agency—like issuance of per-

mits or enforcement actions—that are themselves subject to judicial review. See, 

e.g., Dow AgroSciences LLC v. Nat’l Marine Fisheries Serv., 637 F.3d 259, 266–67 

(4th Cir. 2011) (finding agency policy reviewable, notwithstanding that future 

actions in reliance on that policy would themselves be reviewable). And, as in 

such cases, court actions on the merits of Hyatt’s applications under Sections 

141 or 145 would provide no vehicle to set aside the rule challenged here. See 35 

U.S.C. §§ 141, 145 (providing for review concerning patent claims, not PTO 

rules).  

III. The District Court Abused Its Discretion in Assembling the Record 

The district court’s error on the legal standard also engendered error in its 

compilation of the administrative record and tailoring of discovery. The require-

ment that judicial review be made on “the whole record,” 5 U.S.C. § 706, means 

the district court must obtain “the full administrative record that was before the 

[agency head] at the time he made his decision,” including all “the factors that 

were considered.” Citizens to Preserve Overton Park, Inc. v. Volpe, 401 U.S. 402, 420 

(1971). Because “[t]o review less than the full administrative record might allow 

a party to withhold evidence unfavorable to its case,” the record must include 
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all of the “evidence before the agency.” Walter O. Boswell Mem’l Hosp. v. Heckler, 

749 F.2d 788, 792–93 (D.C. Cir. 1984); see also Am. Radio Relay League, Inc. v. 

FCC, 524 F.3d 227, 239 (D.C. Cir. 2008); id. at 243 (Tatel, J., concurring). Fur-

ther, “[o]n a ‘strong showing of bad faith or improper behavior,’ a court should 

award extra-record discovery.” Dep’t of Com. v. New York, 139 S. Ct. 2551, 2573–

74 (2019) (citation omitted). That is because, “[w]here bias is alleged, the ad-

ministrative record frequently will not be complete or suffice to prove or dis-

prove the allegation.” Pitney Bowes Gov’t Sols., Inc. v. United States, 93 Fed. Cl. 

327, 332 (2010); Pub. Power Council v. Johnson, 674 F.2d 791, 796 (9th Cir. 1982) 

(Kennedy, J.).  

The court below concluded that “[t]his is such a case” where detailed al-

legations of bad faith call for record supplementation and discovery. Appx81. 

And, indeed, the complaint allegations the court found sufficient to state APA 

claims were, for the most part, not contained in the record of recent office actions 

compiled by PTO—which was, of course, not inclined to create a record of its 

unlawful policy. Yet the court ultimately determined that “the Administrative 

Record contains adequate evidence bearing on whether the PTO is performing 

its statutory duty to examine plaintiff’s patent applications.” Appx37. It there-

fore rejected nearly all the evidence Hyatt proposed be added to the record and 

denied nearly all the extra-record discovery Hyatt sought. This error, too, fol-

lowed from the district court’s erroneous legal conclusions. 
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A. The District Court Erred in Fashioning the Record 

The district court erroneously excluded the bulk of evidence probative of 

PTO’s bad-faith secret rule, including six declarations from agency insiders all 

testifying from personal knowledge that PTO adopted and enforced an official 

no-patents-for-Hyatt policy: 

• Edward Kazenske, former Chief of Staff and Deputy Assistant Commis-

sioner of Patents, attested not only that PTO adopted a policy “not to issue 

any more patents to Hyatt,” but also that he personally developed that policy 

and “was responsible for giving the order not to issue any more patent[s] to 

Mr. Hyatt.” Appx1418; Appx1421; see also Appx1419. Mr. Kazenske attested 

that PTO considered Hyatt to be a “submarine” applicant, Appx1411; that, 

given debates in Congress and in the industry about submarine applicants, 

“Commissioner Lehman and I decided that no patents should issue to Mr. 

Hyatt while [certain] legislation was pending and until all of Mr. Hyatt[’s] 

patent applications could be consolidated for further examination,” 

Appx1413 (emphasis added); that Hyatt’s patent applications were consoli-

dated into a “shadow” Art Unit designed to bring prosecution to a halt, 

Appx1414; Appx1417–1418; Appx1420; that applications that had already 

been allowed were withdrawn from issuance with no legal basis, Appx1415; 

and that various procedures were utilized to ensure that Hyatt’s applications 

would never receive a final decision reviewable in court, Appx1415.  

• Richard Bawcombe, the former Director of the Office of Patent Publication 

and Acting Deputy Assistant Commissioner for Patent Process Services, 
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testified that he was aware of “an order of ‘no more patents for Hyatt’…made 

by senior management in 1997.” Appx1380. Mr. Bawcombe was responsible 

for the PTO division that handles issued applications (i.e., applications that 

an examiner has determined contain patentable material), and he attested 

that senior management personnel ordered the withdrawal from issuance of 

Hyatt’s patent applications that had been allowed. Appx1376. This “[w]ith-

drawal process did not involve checking the claims for patentability.” 

Appx1379. Further, Mr. Bawcombe attested that word searches were run 

across issuing patents to identify Hyatt’s name and ensure that no patents 

would be issued to Hyatt. Appx1376. He testified, in short, to an “order from 

senior management to stop all of Hyatt’s patent applications from issuing.” 

Appx1376.  

• Peter Wong, a former supervisory patent examiner and Technology Center 

director, testified that PTO Commissioner’s Office “had an ad hoc rule that—

no more patents were to issue to Mr. Hyatt.” Appx1403; see also Appx1406 

(same). Peter Wong was assigned about 50 of Hyatt’s applications and was 

informed that all of Hyatt’s applications “were flagged as SAWS applica-

tions” and that Hyatt was among the applicants whom “[t]he PTO pre-

vented…from receiving patents.” Appx1402. Hyatt was “named on an appli-

cant Look-Out list that was circulated to Group Directors,” and the list “pre-

vented certain patent applicants [those on the list] from receiving patents.” 

Appx1402.  
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• Michael Razavi, who served multiple executive roles at PTO from 1985 until 

2018, attested that he was personally responsible for establishing a “Hyatt 

room” to store Hyatt’s applications in response to the directive that PTO 

“would not be issuing any more patents to Mr. Hyatt” and that “we let Mr. 

Hyatt’s patent applications sit ‘on hold’ for the majority of the time through-

out the 2000s and beyond.” Appx1440. He also attested: “The PTO policy 

not to issue any more patents to Mr. Hyatt grew to be an even stricter ‘no 

patents’ policy throughout at least 2010” and that “the PTO had Mr. Hyatt 

trapped.” Appx1440. “The guidance” from senior management was “to keep 

Mr. Hyatt’s applications on hold in order to protect the PTO from political 

fallout.” Appx1441. PTO also avoided even permitting the Board of Patent 

Appeals to gain jurisdiction and rule on Hyatt’s applications because “we 

were having Board reversals stacking up on Mr. Hyatt’s applications….” 

Appx1448–1449. 

• Jessica Harrison, who served in a variety of PTO examination and manage-

rial roles from 1987 through 2012, attested that Mr. Morse informed her in 

2013—when PTO had been blocking nearly all progress on Hyatt’s applica-

tions for over a decade—that PTO had determined to reject all of Hyatt’s 

patent applications on prosecution-laches grounds, a policy that it is currently 

carrying out. Appx1466. In 2018, after Ms. Harrison gave declaration testi-

mony in a case between Hyatt and PTO, she saw Mr. Morse in the lobby of 

PTO’s Alexandria, VA, office, and he said to her: “I’m not talking to you; I 

hear you’re working for the enemy”—that is, Hyatt. Appx1467. 
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These declarations alone, not to mention the other evidence proffered by Hyatt, 

provide smoking-gun, direct evidence of unlawful conduct and bad faith to a 

degree unprecedented in APA proceedings. Compare Dep’t of Com., 139 S. Ct. at 

2575 (calling the record unusually “extensive” merely because it showed “an 

explanation for agency action that is incongruent with what the record reveals 

about the agency’s priorities and decisionmaking process”). Yet the court held 

this all “not relevant to the precise question presented” and therefore excluded 

them from the record. Appx86; see also id. (“Plaintiff’s proposal to include sworn 

testimony given in connection with Hyatt v. Iancu suffers from the same defect”). 

Its reasoning—that “none of the declarants has worked on any of plaintiff’s pa-

tent applications as a PTO employee since at least 2012”—followed from its 

incorrect view that it was limited to a mandamus inquiry concerning whether 

the PTO was undertaking any kind of examination at all. 

That is not the correct framework for reviewing unlawful agency rules, 

which are presumed to govern until an agency undertakes the affirmative act of 

“a complete rescission.” Bruning v. Veterans Admin., 834 F.2d 1019, 1021 (Fed. 

Cir. 1987). Even rescission is insufficient if it “is incomplete or leaves another 

adverse action in place.” Cooper v. Dep’t of the Navy, 108 F.3d 324, 326 (Fed. Cir. 

1997); see also N.H. Lottery Comm’n v. Rosen, 986 F.3d 38, 53 (1st Cir. 2021) (new 

DOJ memorandum did not moot challenge where rescission was incomplete). 

Because Hyatt presented uncontroverted evidence that a no-patents-for-Hyatt 
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rule existed from the mid-1990s until at least 2013 if not the present day,5 it be-

came PTO’s burden to establish “that: (1) there is no reasonable expectation that 

the alleged violation will recur, and (2) interim relief or events have completely 

and irrevocably eradicated the effects of the alleged violation.” Larsen v. U.S. 

Navy, 525 F.3d 1, 4 (D.C. Cir. 2008) (cleaned up); see Mil. Ord. of Purple Heart of 

USA v. Sec’y of Veterans Affs., 580 F.3d 1293, 1295 (Fed. Cir. 2009) (finding an 

agency’s failure to show voluntary-cessation mootness under this rule). 

PTO has not even attempted to prove rescission, and any such effort 

would create, at best, a fact dispute. The declaration of Jessica Harrison estab-

lished that PTO officials currently charged with processing Hyatt’s applications 

were carrying out the no-patents-for-Hyatt policy. Appx1466. This evidence is 

not “stale.” Further, very recent evidence—including the 2015 conglomeration 

of anti-Hyatt guidance and the “CHOKEHOLD” image—shows that PTO per-

sonnel, including the head of the Hyatt Unit, continue to view Hyatt as the 

agency’s “enemy” and a “submariner” and that the agency currently uses “Sub-

marine Detector” software to effectuate the same policy adopted by Commis-

sioner Lehman in the 1990s. Moreover, PTO recently ran out all possible patent 

term on two of Hyatt’s applications, an unusual and perhaps unprecedented 

event that strongly evidences the agency’s operational directive: no more patents 

for Hyatt. Yet the district court excluded even those applications’ file histories 

 
5 Ms. Harrison’s testimony, when combined with PTO’s subsequent actions re-

lated to that testimony, indicates that the rule remains in force. 
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from the administrative record. Having mis-framed the issue, the Court errone-

ously shut the door on evidence clearly probative of Hyatt’s entitlement to relief. 

B. The District Court Erred in Denying Discovery 

The district court also erred in blocking nearly all extra-record discovery 

and thus denying Hyatt the opportunity to obtain further evidence of PTO’s un-

lawful secret rule. Under the Supreme Court’s recent Department of Commerce de-

cision, the district court was obliged to determine whether a showing of bad faith 

or improper behavior merits extra-record discovery after the creation of a sup-

plemented administrative record. 139 S. Ct. at 2574–75. Here, Hyatt’s showing 

(as described above) easily qualifies. Compare, e.g., L-3 Commc’ns Integrated Sys., 

LP v. United States, 91 Fed. Cl. 347, 356 (2010), amended on reconsideration in part, 

98 Fed. Cl. 45 (2011) (finding plaintiff’s allegation of bias to be sufficiently well 

grounded and permitting supplementation); J.C.N. Constr. Co. v. United States, 60 

Fed. Cl. 400, 404–05 n. 8 (2004), aff’d, 122 F. App’x 514 (Fed. Cir. 2005) (allow-

ing depositions where plaintiff had proffered documentary evidence tending to 

support bias and de facto debarment claims); Galen Med. Assocs., Inc. v. United 

States, 56 Fed. Cl. 104, 109 (2003), aff’d, 369 F.3d 1324 (Fed. Cir. 2004) (allow-

ing depositions where plaintiff alleged a pattern of bias); see also AshBritt, Inc. v. 

United States, 87 Fed. Cl. 344, 366 (2009) (“Allowing a protest to be decided 

upon an [administrative record] which does not reflect what actually transpired 

would perpetuate error and impede and frustrate effective judicial review.”); cf. 

Home Prod. Int’l, Inc. v. United States, 633 F.3d 1369, 1380–81 (Fed. Cir. 2011); 

Doria Min. & Eng'g Corp. v. Morton, 608 F.2d 1255, 1259 (9th Cir. 1979). 
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1. The court’s principal basis for denying meaningful discovery—that 

“the Administrative Record contains adequate evidence,” Appx37—is yet an-

other iteration of its error that recent examination activity nullified the unlawful-

rule claim. See Animal Legal Def. Fund, Inc. v. Perdue, 872 F.3d 602, 620 (D.C. 

Cir. 2017) (instructing lower court that applied the wrong legal standard to APA 

claim to “reconsider its decision denying Appellants’ motion to supplement the 

administrative record” because, “in an allegedly ‘smoking gun’ case such as this, 

the court must have access to other records” relevant to those allegations). More-

over, “when there has been a ‘strong showing of bad faith or improper behav-

ior,’” “the administrative record cannot be trusted.” Pitney, 93 Fed. Cl. at 332 

(citation omitted). The administrative record here did not contain “adequate ev-

idence” when the trustworthiness of the record was in doubt. See Home Prod., 

633 F.3d at 1377–78 (reversing district court’s decision to resolve proceeding on 

the administrative record where evidence “calls into question the integrity of the 

agency’s proceedings”). 

2. The district court also applied the wrong legal standard, requiring 

Hyatt to prove “prejudgment” under the Fifth Amendment’s Due Process 

Clause before obtaining discovery. See Appx35 (citing NEC Corp. v. United States, 

151 F.3d 1361, 1373 (Fed. Cir. 1998)). Whatever relevance that standard might 

have to the ultimate question on the merits, it was not the standard to apply 

before discovery. “The burden of proof required for supplementing the adminis-

trative record is lower than that required for demonstrating bad faith or bias on 

the merits. The test for supplementation is whether there are sufficient well-
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grounded allegations of bias to support an inquiry and supplementation; the pro-

testing plaintiff need not make a showing of clear and convincing evidence of 

bias on the merits.” Pitney, 93 Fed. Cl. at 332. The district court cited no author-

ity for requiring Hyatt to prove the merits of a due-process violation as a prereq-

uisite to discovery. Nor would that standard make sense: why would a plaintiff 

who already possesses evidence sufficient to prove the merits of a due-process 

violation need discovery?  

Even under that erroneous standard, the district court was too quick to 

dismiss damning evidence as falling short of complete victory for Hyatt. First, 

the court gave no consideration to Hyatt’s proffered testimonial declarations by 

former PTO officials. Second, it concluded that the chokehold image might be 

interpreted to reflect the examiner’s personal “frustration” with Hyatt’s difficult 

applications that could not be imputed to the agency. But it ignored that PTO 

declined to discipline the examiner and allowed him to continue examining Hy-

att’s applications. Third, the court concluded that the instructions to Hyatt Unit 

examiners on denying Hyatt’s applications was not evidence of bad faith be-

cause of the “simple” “explanation” that “allowance ‘is a residual outcome’” in 

patent prosecution, needing no specific instructions. Appx37 (quoting 

Appx946–947). But that heavy-handed inference in PTO’s favor was unwar-

ranted, given that the instructions made clear the objective of rejecting Hyatt’s 

patent claims and leave no room for allowance as a “residual outcome.” MPEP 

§ 707.07(d) (“The examiner…should suggest any way in which he or she con-

siders that rejected claims may be amended to make them allowable.”); see also 
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id. §§ 707.07(j)(I), 707.07(j)(II); MPEP Ch. 13. Fourth, the court dismissed the 

many instances where PTO officials were caught exchanging derogatory emails 

concerning Hyatt, finding they do not “warrant the inference…that the PTO is 

not evaluating plaintiff’s patent applications on the merits,” Appx36; see also id. 

n.36, which again misses the correct legal question of whether PTO has an un-

lawful rule and the relevant discovery inference that further evidence of this 

genre exists. Fifth, the court ignored that PTO inexplicably blocked progress on 

two of Hyatt’s applications to the point that all patent term had run. In all of 

these inquires, and non-inquiries, the court made ultimate credibility determina-

tions appropriate for the merits after trial, rather than ascertain whether Hyatt 

made “well-grounded allegations of bias” sufficient to necessitate discovery. Pit-

ney, 93 Fed. Cl. at 332.  

3. The district court also suggested that the limited discovery it did 

award—at a highly restricted, court-overseen set of depositions limited to very 

recent events and without documentary discovery—exhausted Hyatt’s discovery 

rights. But the point of record supplementation and extra-record discovery is to 

offset the “asymmetry in information” that “undermines the reliability of a 

court’s review upon those portions of the record cited by one party or the other.” 

Walter O. Boswell Mem’l Hosp., 749 F.2d at 793. These procedures provide a 

“check upon the failure of the agency to disclose information adverse to it.” Id.; 

see also Pub. Power Council, 674 F.2d at 794 (explaining that the purpose of extra-

record discovery is to eliminate “serious gaps [that] would frustrate challenges 

to the agency’s action”). Simply asking the very agency officials charged with 
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assembling the flawed record to affirm or deny their own bad faith does nothing 

to offset this asymmetry. Hyatt had no opportunity for documentary discovery 

by which to test the testimony offered at the hearing.  

4. The district court erred further in concluding that discovery would 

be prohibited by the deliberative-process privilege. That “privilege disappears 

altogether when there is any reason to believe government misconduct oc-

curred.” In re Sealed Case, 121 F.3d 729, 746 (D.C. Cir. 1997). When a “cause of 

action is directed at the government’s intent, …it makes no sense to permit the 

government to use the privilege as a shield.” In re Subpoena Duces Tecum Served 

on Off. of Comptroller of Currency, 145 F.3d 1422, 1424 (D.C. Cir.), on reh’g in part, 

156 F.3d 1279 (D.C. Cir. 1998). Moreover, a body of “secret law,” as “the law 

itself,” is not agency proprietary information and must be disclosed. Coastal 

States, 617 F.2d at 868; Sterling Drug, 450 F.2d at 708; Tax Analysts, 117 F.3d at 

617; Schlefer, 702 F.2d at 244. Discovery into a policy handed down from agency 

officials to examiners is not pre-decisional; it concerns agency law, not protected 

deliberations; and is, in any event, supported by Hyatt’s showing of bad faith 

that pierces the deliberative-process privilege. See Access Reps. v. Dep’t of Justice, 

926 F.2d 1192, 1195 (D.C. Cir. 1991). Materials evidencing a secret policy, dis-

seminated from PTO officials down the chain to examiners, are not privileged.  

Besides, the district court did not put PTO to its “burden…to be precise 

and conservative in its privilege claims,” Ethyl Corp. v. EPA, 25 F.3d 1241, 1248 

(4th Cir. 1994), and to prove that all discoverable materials “are both predeci-

sional and deliberative,” City of Virginia Beach v. U.S. Dep’t of Com., 995 F.2d 
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1247, 1253 (4th Cir. 1993). Under that standard, “[a] blanket assertion of the 

deliberative process privilege is insufficient.” Alpha I, LP ex rel. Sands v. United 

States, 83 Fed. Cl. 279, 289 (2008); Resol. Tr. Corp. v. Diamond, 773 F. Supp. 597, 

605 (S.D.N.Y. 1991) (same). Any claim of privilege should have been addressed 

after Hyatt’s service of discovery requests, not as a blanket principle to deny 

discovery in full. See Cal. Native Plant Soc’y v. U.S. EPA, 251 F.R.D. 408, 413 

(N.D. Cal. 2008); Acosta v. Med. Staffing of Am., LLC, 2019 WL 6122016, at *3 

(E.D. Va. Mar. 15, 2019). The district court’s blunderbuss denial of discovery 

on this basis far exceeded its discretion. 

IV. The District Court’s Summary Judgment Ruling Was Procedurally 

Erroneous 

The district court also erred in granting summary judgment to PTO with-

out prior notice and opportunity for briefing and argument and based on a record 

brimming with material fact disputes. 

A. Rule 56(f) allows a court to “consider summary judgment on its 

own,” but only “[a]fter giving notice and a reasonable time to respond.” Fed. R. 

Civ. P. 56(f). A district court’s prerogative to enter summary judgment sua sponte 

is therefore conditioned on affording the losing party notice and opportunity to 

demonstrate genuine issues of material fact. U.S. Dev. Corp. v. Peoples Fed. Sav. & 

Loan Ass’n, 873 F.2d 731, 735 (4th Cir. 1989). While that “notice need not nec-

essarily be a formal document,” it must be sufficiently clear “in view of the pro-

cedural, legal, and factual complexities of the case” to apprise the parties that 

the court is considering a summary-judgment ruling and afford “a reasonable 
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opportunity to present all material pertinent to the claims under consideration.” 

Id. The notice must be “sufficient” to indicate to a party that it must “put forth 

all evidence in favor of…claim.” Velasquez v. Salsas & Beer Rest., Inc., 735 F. 

App’x 807, 809 (4th Cir. 2018). 

The district court did not satisfy these requirements. It did not inform Hy-

att that it was considering summary judgment, PTO did not move for summary 

judgment, no briefing opportunity was afforded, and there was no call for the 

parties to outline their views of what facts were material and which were dis-

puted. This “[f]ailure to give the required notice is reversible error.” Coward v. 

Jabe, 532 F. App’x 328, 329 (4th Cir. 2013). 

Yet the district court denied Hyatt the opportunity to present this infor-

mation by failing to notify him that summary judgment was imminent. The dis-

trict court defended this choice by citing a March 18, 2020 order stating that a 

“hearing on the merits” would occur on May 15, 2020. Appx17; Appx87. But 

this was an ambiguous assertion that fell well short of the district court’s obliga-

tion “to apprise the parties” of the court’s “intention to grant summary judgment 

if plaintiff failed to adequately oppose such action” at the hearing. Hobbs v. Lock-

hart, 46 F.3d 864, 868 (8th Cir. 1995); cf. Fed. Refinance Co., Inc v. Klock, 352 F.3d 

16, 32 (1st Cir. 2003) (statement that court hoped to resolve case “as a matter of 

law” at upcoming hearing was not sufficient to give notice court was considering 

summary judgment). The reference to “merits” is unclear as to what the court 

had in mind, and that was compounded by the context of the court’s actions. 

The court had previously informed Hyatt several times that he would have 
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additional opportunities to request discovery before adjudication of the claims 

remaining in the case. Appx72; Appx67; Appx62–63; see also, e.g., Appx832 (par-

ties would have opportunity to “show [the court] what the landscape of the case 

looks like” after depositions). So the order was more plausibly read to identify 

the next steps in the case en route to determination of the merits through sum-

mary judgment practice and, possibly, trial.  

Hyatt’s presentation at the May 15 hearing confirmed his understanding 

that the hearing was not a summary-judgment hearing. He proposed a path for-

ward to the court: limited, additional discovery; summary-judgment briefing; 

and a trial on the merits, if warranted. Appx11115; see also Appx11107 (“I would 

like to address how we think the case should proceed from this point forward.”). 

It was not until after Hyatt’s argument that the court indicated that it had a dif-

ferent understanding of what the hearing was to be about. E.g., Appx11121 (Hy-

att’s counsel “began by saying that he understood this was a hearing to deter-

mine how best to proceed. That was not the Court’s understanding.”). But the 

court still did not state what it thought the hearing was about or that it intended 

to proceed to enter summary judgment. Hyatt was plainly “surprised by the dis-

trict court’s action and that surprise” resulted in his inability to put forth evi-

dence in support of his claims. D Three Enterprises, LLC v. SunModo Corp., 890 

F.3d 1042, 1049 (Fed. Cir. 2018) (citation omitted). This was not a “situation in 

which the plaintiff ought to have seen a summary-judgment decision coming.” 

Palin v. New York Times Co., 940 F.3d 804, 812 (2d Cir. 2019). 
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B. The district court erred in its treatment of the remaining evidence 

by making credibility determinations improper for summary judgment. The fa-

miliar summary judgment standard requires that the district court “view the ev-

idence in a light most favorable to the non-movant and draw all reasonable in-

ferences in its favor,” McKay v. United States, 199 F.3d 1376, 1380 (Fed. Cir. 

1999), and that it refrain from making credibility determinations, TypeRight Key-

board Corp. v. Microsoft Corp., 374 F.3d 1151, 1157–58 (Fed. Cir. 2004).  

The court below, however, took all evidence in the light most favorable to 

PTO and made credibility determinations in its favor. It inferred that direct evi-

dence of a PTO policy to deny Hyatt patents through at least 2013 was “stale” 

and could not support Hyatt’s claim that this policy continues to the present. It 

inferred from PTO’s recent actions that a bona fide examination pursuant to ap-

plicable legal standards was occurring, despite that PTO’s years-long delays in 

taking ministerial actions and inexplicable conduct like blocking applications 

until all patent term had run are amenable to the inference of bad faith. Likewise, 

it concluded that “THE SUBMARINE PROSECUTION CHOKEHOLD” im-

age did not reflect PTO’s entrenched policy and pervasive bias, but merely an 

individual examiner’s idiosyncratic frustration, notwithstanding that PTO’s fail-

ure to investigate, correct, and reprimand supports the opposite inferences. Sim-

ilar inferences can be drawn from the other derogatory correspondence among 

the examiners responsible for Hyatt’s applications, and another district court ex-

pressly drew those inferences. Hyatt v. USPTO, 346 F. Supp. 3d 141, 152 (D.D.C. 

2018) (“The email to which Ms. Khuu replied can be read in such a way as to 
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call into question that necessary objectivity.”). The court’s brief discussion of 

these materials took all inferences against Hyatt, concluding that “it is under-

standable that patent examiners would feel and express some frustration” at Hy-

att’s difficult applications. Appx36–37. Whatever was “understandable” from 

PTO’s view, the relevant point from Hyatt’s view was that the information creates 

an inference of systemic bias against him running from the top of the agency all 

the way down. Likewise, the district court’s discounting of the detailed instruc-

tions to Hyatt Unit Examiners on denying patents to Hyatt credited the “simple” 

“explanation” that “allowance ‘is a residual outcome’” in patent prosecution 

needing no direction, despite that these instructions support the inference that 

PTO’s modus operandi is to reject every single Hyatt claim and otherwise block 

his applications from proceeding toward issuance. Appx37 (quoting Appx946–

947).  

The district court did not deny that it was making findings of fact and 

credibility determinations on summary judgment, but rather opined that “[t]he 

customary summary judgment standard…does not apply in the case of judicial 

review on the basis of an administrative record.” Appx18. But that is the rule 

only in APA cases where “[t]he entire case on review is a question of law, and 

only a question of law.” Marshall Cty. Health Care Auth. v. Shalala, 988 F.2d 1221, 

1226 (D.C. Cir. 1993).  

This case presents the opposite scenario. PTO concedes that a no-patents-

for-Hyatt rule would be unlawful, the district court agreed in the motion-to-
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dismiss ruling, and the only question is whether that rule continues in force to-

day. The central question in this case is therefore one of fact. 

Because this case is not “only a question of law,” and “the agency record 

was…used here to test any factual allegations in the complaint,” the ordinary 

summary-judgment “rule applies.” Marshall, 988 F.2d at 1226. “The fact that 

review sometimes or often focuses on the initial administrative record does not 

mean it must, or always, will do so. It could happen that a particular instance of 

judicial review…raises a ‘genuine’ and ‘material’ dispute of facts that requires a 

trial.” Valley Citizens for a Safe Env't v. Aldridge, 886 F.2d 458, 460 (1st Cir. 1989); 

see also James Madison Ltd. by Hecht v. Ludwig, 82 F.3d 1085, 1096 (D.C. Cir. 1996) 

(recognizing a subset of APA cases requiring district courts “to resolve factual 

issues regarding the process the agency used in reaching its decision,” an inquiry 

that may require “independent fact-finding”); Buffalo Cent. Terminal v. United 

States, 886 F. Supp. 1031, 1047 (W.D.N.Y. 1995). In particular, APA cases have 

gone to trial “where, as here, there are colorable claims of bad faith or pretext.” 

New York v. United States Dep’t of Com., 345 F. Supp. 3d 444, 449 (S.D.N.Y. 2018) 

(collecting cases). The district court was bound to do that here; it was not per-

mitted to decide material disputes of fact and make credibility determinations at 

the summary-judgment stage. 

V. Hyatt Is Entitled to a Refund of His Fees 

The district court’s ruling dismissing Hyatt’s refund claims (I and III) was 

also erroneous. These claims assert that PTO’s refusal to examine Hyatt’s claims 

under the statutory criteria entitles Hyatt to a refund of the substantial fees he 
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paid for a bona fide examination. In particular, Count I seeks the refund of money 

paid for examination of patents whose useful terms expired due to PTO’s block-

ing their progress, Appx185–186, and Count III seeks the refund of money paid 

for useless activities to which PTO subjected Hyatt in bad faith through imple-

mentation of its unlawful rule, such as its acceptance of appeal fees and then 

cancellation of the appeal through procedural gamesmanship, Appx187–188. 

The district court concluded that this relief is barred by sovereign immun-

ity, Appx46, but the APA waives sovereign immunity for cases “seeking relief 

other than money damages.” 5 U.S.C. § 702. Hyatt’s refund claim does not seek 

“money damages,” but “the recovery of specific property or monies.” Bowen v. 

Massachusetts, 487 U.S. 879, 899 (1988) (quoting Larson v. Domestic & Foreign 

Com. Corp., 337 U.S. 682, 688 (1949)). Hyatt does not seek damages like the 

expectancy value of expired patents or compensation for his wasted time, enor-

mous professional expenses, loss of business opportunities or anything like that. 

He seeks equitable relief in the form of a refund of the fees that PTO wrongfully 

collected from him in connection with its unlawful rule. In Bowen, the Supreme 

Court concluded that this type of relief is not “money damages,” which “Con-

gress used…in its ordinary signification of compensatory relief.” Id. at 900 (quot-

ing Md. Dep’t of Hum. Res. v. Dep’t of Health & Hum. Servs., 763 F.2d 1441, 1447 

(D.C. Cir. 1985)). Where the “mandate” the plaintiff seeks to impose “is one for 

the payment of money,” this is “specific relief,” not money damages. Id. at 901; 

see also Katz v. Cisneros, 16 F.3d 1204, 1207–09 (Fed. Cir. 1994); Alaska Airlines, 
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Inc. v. Johnson, 8 F.3d 791, 797 (Fed. Cir. 1993); Nat’l Ctr. for Mfg. Scis. v. United 

States, 114 F.3d 196, 200 (Fed. Cir. 1997). 

The district court disagreed, because it construed Hyatt’s refund claims as 

seeking a “substitute” for the “alleged loss” of the “timely, fair, and impartial 

examination of his patent applications,” which it called “damages.” Appx46–

47. This is inaccurate: Hyatt seeks “the very thing to which he was entitled” by 

law, a refund. Bowen, 487 U.S. at 895 (citation omitted). The district court ap-

parently believed that, because the Patent Act does not expressly say that those 

persons subjected to bad-faith policies are entitled to a refund, the claim here is 

for substitute relief, not specific performance. But express statutory verbiage is 

not required. In Alaska Airlines, for example, this Court inferred from the gov-

ernment’s right to withhold money it determined to be overcharged from airlines 

in connection with government-employee air-travel purchases, see 8 F.3d at 793–

94 & nn. 3–4, a “legal entitlement to money” that was overcharged under that 

procedure, id. at 797. It was not relevant that “the statute here does not mandate 

the payment of money.” Id.; see also Resolute Forest Prod., Inc. v. U.S. Dep’t of Agric., 

219 F. Supp. 3d 69, 76 (D.D.C. 2016) (inferring the right to a refund “[b]y logical 

extension” from statutory limit on collections from the government). Indeed, the 

Bowen “opinion rests not on the fact that the federal government’s duty was stat-

utory, but rather on the distinction between money damages, which seek to com-

pensate for governmental failure to perform a legal duty, and injunctive relief 

requiring that the duty be performed.” Aetna Cas. & Sur. Co. v. United States, 71 

F.3d 475, 479 (2d Cir. 1995). 
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Here, there can be no serious question that PTO is not entitled to collect 

fees for bona fide examination that it had no intention of conducting—indeed, 

that it bound itself never to conduct. The Patent Act’s authorization of “Exami-

nation Fees,” 35 U.S.C. § 41(a)(3) (emphasis added), implicitly bars the collec-

tion of fees where bona fide examination is out of the question. This falls squarely 

within the waiver doctrine of Bowen, which has repeatedly been held to extend 

to cases seeking refunds of wrongly charged fees. For example, America’s Com-

munity Bankers v. FDIC, 200 F.3d 822 (D.C. Cir. 2000), explained that, if an 

FDIC assessment on banks was unlawful, the banks were entitled “to get their 

money back.” Id. at 830. And Allied-Signal, Inc. v. U.S Nuclear Regulatory Commis-

sionn, 988 F.2d 146 (D.C. Cir. 1993), which held that an agency rule imposing 

fees on “UF6 converters” was inadequately supported, recognized that, if the 

rule were vacated, the agency “would need to refund all 1990 OBRA fees col-

lected from those converters.” Id. at 151. Likewise, the Ninth Circuit in Wileman 

Bros. & Elliott, Inc. v. Espy, 58 F.3d 1367 (9th Cir. 1995), held that “a refund of 

improper assessments is the appropriate remedy for prevailing handlers” who 

had challenged a USDA marketing program. Id. at 1385–86 (citing other cases 

holding as much); see also id. at 1386 (identifying “a refund of the specific assess-

ments that were taken from the handlers” as “a remedy which we have repeat-

edly indicated would be available” to parties prevailing in such challenges); Cal-

Almond v. Dep’t of Agric., 14 F.3d 429, 438 (9th Cir. 1993) (holding that “a suffi-

cient remedy for handlers who prevail in their administrative petitions is a re-

fund of any assessments found not to have been due”); Steele v. United States, 200 
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F. Supp. 3d 217, 223–24 (D.D.C. 2016) (recognizing jurisdiction over APA 

claim for refund of fees unlawfully collected by IRS); Holly Sugar Corp. v. Vene-

man, 355 F. Supp. 2d 181, 197 (D.D.C. 2005), rev’d on other grounds, 437 F.3d 

1210 (D.C. Cir. 2006) (refund of overcharged interest paid to government); Zel-

lous v. Broadhead Assocs., 906 F.2d 94, 96 (3d Cir. 1990) (refund of allegedly ex-

cessive rent charged by HUD). So too here: recovery of unlawfully charged fees 

is not a substitute for the government’s legal obligation, but the obligation itself. 

It is particularly relevant that a Tucker Act claim in the Court of Claims 

would not provide an adequate remedy for Hyatt to obtain relief, nor did the 

district court conclude otherwise. See Suburban Mortg. Assocs., Inc. v. U.S. Dep’t of 

Hous. & Urb. Dev., 480 F.3d 1116, 1126 (Fed. Cir. 2007). Hyatt’s assertion of 

relief in the form of refunds follows from the unlawful policy he seeks to set aside 

in Count IV of his complaint. In Bowen, the Supreme Court rejected the assertion 

that, in an ongoing relationship between parties allegedly in need of reform, the 

plaintiff has an adequate remedy in the form of splitting the claims up into a 

Tucker Act claim for damages and an APA claim for prospective relief. 487 U.S. 

at 905–07. Here, it is undisputed that sovereign immunity does not bar Hyatt’s 

APA claims and that the Court of Claims would lack jurisdiction over them. 

Splitting these claims into two cases does not provide an adequate remedy. See 

Katz, 16 F.3d at 1209 (finding that the Tucker Act does not provide an adequate 

remedy where “[a]n adjudication of the lawfulness of HUD’s regulatory inter-

pretation will have future impact on the ongoing relationship between the par-

ties”).  
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Conclusion 

The judgment below should be vacated and the case remanded with in-

structions to supplement the record and authorize discovery.  
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IN THE UNITED ST A TES DISTRICT COURT FOR THE 
EASTERN DISTRICT OF VIRGINIA 

GILBERT P. HYATT, 

Plaintiff, 

v. 

UNITED STATES PATENT AND 
TRADEMARK OFFICE, ct al., 

Defendants. 

Alexandria Division 

) 
) 
) 
) 
) 
) 
) 
) 
) 

ORDER 

Civil Action No. I: 18-cv-546 

This matter is before the Court on Defendants' Motion to Dismiss for Improper Venue. 

Failure to State a Claim, and Lack of Jurisdiction; plaintifr s Motion to Compel Defendants to 

Participate in Discovery; and plaintiffs various motions to seal. The motions have been fully 

briefed and argued and are now ripe for disposition. 

Plaintiff. Gilbert P. Hyatt, has a long history with the Patent and Trademark Office 

("PTO"). Indeed, this is not the first time plaintiff has sued the PTO in this Court. Although the 

full history of plaintiffs conflict with the PTO need not be recounted here, it is helpful to provide 

a brief overview. Plaintiff is a prolific inventor who has filed hundreds of patent applications, most 

of them more than two decades ago. Many of these applications have lingered for years. The parties 

fiercely debate whether the delay is due to the length and complexity of the applications1 or the 

PTO's bad faith in examining them. Plaintiff, convinced that the PTO was unreasonably delaying 

examination of his patent applications, sued the PTO in this Court in 2014. See Hyatt v. PTO, 146 

F. Supp. 3d 771 (E.D. Va. 2015). Summary judgment was granted for defendants because 

1 For a more complete description of the interrelatedness, complexity, and length of plaintiff's patent applications, see 

Hyatt v. PTO, 146 F. Supp. 3d 771, 775-80 (E.D. Va. 2015). 
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examination of the patent applications at issue was underway, albeit at a slower pace than plaintiff 

desired. Id. at 785-87. Plaintiff now brings suit against the PTO and its Director, alleging that the 

PTO has adopted a policy whereby it will not issue plaintiff any more patents, regardless of the 

merits of his applications. The instant action is thus distinct from the prior action. Previously, 

plaintiff challenged the PTO's delay; now, he challenges the PTO's alleged refusal to issue him 

patents. Defendants seek dismissal of the instant suit on various grounds. Defendants· Motion to 

Dismiss must be granted in part and denied in part. Specifically, the motion must be granted with 

respect to Counts I-III and VII-IX and denied with respect to Counts IV-VI. 

Counts I and III of the Complaint must be dismissed pursuant to Rule l 2(b )(I), Fed. R. 

Civ. P., because they are barred by sovereign immunity. See F.D.I.C. v. Meyer, 510 U.S. 471. 475 

(1994) ("Sovereign immunity is jurisdictional in nature."). The Administrative Procedure Act, 

("APA"), 5 U.S.C. § 701 et seq., waives sovereign immunity for claims seeking ··relief other than 

money damages." § 702. Counts I and III seek a refund of the fees plaintiff paid to the PTO in 

connection with his patent applications. Counts I and III thus seek money damages and must be 

dismissed as barred by sovereign immunity. Plaintiff argues that the relief he seeks-a refund of 

the fees-is specific reliefrather than money damages. This argument is unavailing. The Supreme 

Court has made clear that "[d]amages are given to the plaintiff to substitute for a suffered loss, 

whereas specific remedies are not substitute remedies at all, but attempt to give the plaintiff the 

very thing to which he was entitled." Bowen v. Massachusetts, 487 U.S. 879,895 (1988) (quoting 

Md. Dept. Human Res. v. Dept. Health & Human Servs., 763 F.2d 1441. 1446 (D.C. Cir. 1985)) 

(emphasis in original) (internal quotation marks and citation omitted). Counts I and III allege that 

plaintiff has been denied timely, fair, and impartial examination of his patent applications. To 

substitute for this alleged loss, plaintiff seeks damages equal to the fees he paid for the examination 

2 
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of his patent applications. Plaintiff does not seek in Counts I and III "the very thing to which he 

was [allegedly] entitled"2-namely, timely, fair, and impartial examination of his patent 

applications. Rather, plaintiff seeks money damages. Accordingly, Counts I and III must be 

dismissed because the APA waives sovereign immunity only for claims seeking ''relief other than 

money damages."§ 702. 

Count II must be dismissed for failure to state a claim pursuant to Rule 12(b)(6). Fed. R. 

Civ. P., or, alternatively, for improper venue pursuant to Rule 12(b)(3), Fed. R. Civ. P. Count II 

asserts a claim under the Fifth Amendment for the taking of plaintiffs patent applications without 

just compensation. Plaintiff has failed to establish that an applicant has property rights in his patent 

applications for purposes of the Takings Clause. As such, Count II must be dismissed for failure 

to state a claim pursuant to Rule 12(b)(6), Fed. R. Civ. P. Alternatively, even assuming plaintiff 

has property rights in his patent applications for purposes of the Fifth Amendment, Count II must 

be dismissed for improper venue. Plaintiff may bring a claim against the United States for money 

damages pursuant to the Tucker Act, 28 U.S.C. § 1491, or the Little Tucker Act, 28 U.S.C. § 

1346(a)(2). Such claims must be brought, respectively, in the Court of Federal Claims or the 

judicial district in which the plaintiff resides. §§ 1491 (a), 1402(a). The Eastern District of Virginia 

is neither.3 As such, Count II must alternatively be dismissed for improper venue pursuant to Rule 

12(b)(3), Fed. R. Civ. P. 

Finally, Counts VII-IX must be dismissed for failure to state a claim pursuant to Rule 

12(b)(6), Fed. R. Civ. P. Count VII seeks a declaration of rights that plaintiff is entitled to 

allowance of patent application No. 08/456,263 ("the '263 application''). Count VIII, brought 

2 Bowen v. Massachusells, 487 U.S. 879, 895 ( 1988) (quoting Md. Dept. Human Res. v. Dept. Health & Human Servs., 
763 F.2d 1441, 1446 (D.C. Cir. 1985)) (citation omined). 

3 Plaintiff resides in Nevada. Compl. 19. 

3 
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pursuant to § 706(1) of the AP A, seeks an injunction compelling defendants to allow the '263 

application and to issue a patent for the invention it claims. Finally, Count IX seeks a writ of 

mandamus compelling the same. Claims such as these-namely, claims seeking an order requiring 

the PTO to issue a particular patent-may only lie where the PTO ·'ha[s] fully exercised [its] 

judgment and discretion ... [ and] decided that the [plaintiff is] entitled to a patent" so "all that 

remain[s] ... [is] purely ministerial." ButtenwJrth v. U.S., 112 U.S. 50, 68 ( 1884). Plaintiff admits 

as much. To this end, plaintiff argues that his application was put in a position for issuance and 

that only ministerial acts remain. Plaintiffs Complaint forecloses this argument. Indeed, the 

Complaint alleges that, following a decision by the Board of Patent Appeals and Interferences 

("the Board") on the '263 application, the application should have been examined to determine 

whether certain claims it contains are patentable.4 Compl. ~ 455. The Complaint further alleges 

that this examination never occurred. Id. at ~~ 456-70. As such, plaintiff has failed to establish 

that the only acts that remain prior to issuance of a patent on the '263 application are purely 

ministerial. Thus, Counts VII-IX must be dismissed, as a court may order issuance of a patent only 

where "all that remain[s] ... [is] purely ministerial." Bullerworth, 112 U.S. at 68. 

Defendants' Motion to Dismiss must be denied in all other respects. Specifically, Counts 

IV-VI survive insofar as those claims challenge the PTO's alleged de facto policy or rule not to 

issue plain ti ff any more patents. Such a policy would be _illegal, at least a violation of the AP A. 

Accordingly, Counts IV-VI must proceed. 

Plaintiff also has several pending motions. Plaintiff's Motion to Compel Defendants to 

Participate in Discovery must be denied at this time. A further hearing will be scheduled at which 

4 Specifically, plaintiff alleges that the PTO informed him that "if the Board reverses the rejection of the linking 

claims, then the restriction requirement will be withdrawn and the examiner will examine the claims in Plaintiffs 
application that had previously been restricted." Compl. 1447. Plaintiff further alleges that the Board found that the 
linking claims were patentable. Id at ,i 455. 

4 
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the parameters of sharply focused discovery will be decided. No discovery may oC<:ur unless and 

until further order of this Coun. Finally, plaintiff's motions to seal the Complaint and various 

briefs must be granted. The documents will remain under seal until further order of this Court. The 

matter will be reviewed at the conclusion of this~-

Accordingly, and for good cause, 

It is hereby ORDERED that defendants' Motion to Dismiss for Improper Venue. FailW'C 

to ~'tatc a Claim, and Lack of Jurisdiction (Doc. 22) is GRANTED IN PART and DENIED IN 

PART. Specifically. Counts 1 and Ill are DISMISSED pursuant to.Rule l2(b)(l), Fed. R. Civ. P.; 

Count JJ is DISMISSED pursuant to Rules 12(b)(3) and, alternatively, 12(bX6), Fed. R. Civ. P.; 

and Counts VJI-IX arc dismissed pursuant to Rule 12(b)(6), Fed. R..Civ. P. Defendants' Motion 

to Dismiss is DENIED with respect to Counts IV-VI. 

It is flll'thcr ORDERED that plaintiff's Motion to Compel Discovery (Doc. 32) is 

DENIED. 

It is further ORDERED that plaintiff's Motion to Seal Complaint (Doc. 2), Motion to Seal 

Response in Opposition (Doc. 37). Motion to File Complaint Under Seal (Doc. 46). and Motion to 

Seal Reply (Doc:. 52) are GRANTED. 

The Clerk of Court is dfrected to send a copy of this Order to aJJ counsel of record. 

Alexandria, Virginia 
March 26, 2019 

T. S. Ellis, Ill 
United States 

s 

., 
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IN THE UNJTED STATES DISTRICT COURT FOR THE 
EASTERN DISTRICT OF VIRGlNIA 

GILBERT P. HY A TT, 

Plaintiff', 

"· 
UNITED STATES PATENT AND 
TRADEMA.RK OFFICE, et al., 

Defenda11ts. 

Alexandria Diviiion 

) 
) 
) 
) 
) 
) 
) 
) 
) 

ORDER 

· Civil Action No. l:18-cv-546 

8y Order dated March 26, 2019. dcfcndm,ts' Motion to Dismiss was graDted in part and 

denied in part. The Order represented that the parameters of sharply focused discovery would be 

detennined at a later hearing. l"his hearing will be held on Friday. May 10. 2019 at 10:00 A.M. 

Accordingly, and for good cause, 

It is hereby ORDERED that a status conference in this matter is scheduled for Faiday~ May 

10, 2019 at 10:00 A.M. during which the parameters of sharply focused discovery will be decided. 

The Clerk of Court is directed to send a copy of this Order to all counsel of record. 

Alexandria, Virginia 
April 29, 2019 

T. S. Bilis, ID 
United States Distri t Judge 

Case: 21-1708      Document: 9     Page: 115     Filed: 05/03/2021



Case 1:18-cv-00546-TSE-MSN   Document 73   Filed 05/13/19   Page 1 of 2 PageID# 1155

Appx51

IN THE UNITED ST ATES DISTRICT COURT FOR THE 
EASTERN DISTRICT OF VIRGINIA 

GILBERT P. HYATT, 

Plaintiff, 

v. 

UNITED STATES PATENT AND 
TRADEMARK OFFICE, et al., 

Defendants. 

Alexandria Division 

) 
) 
) 
) 
) 
) 
) 
) 
) 

ORDER 

Civil Action No. l:18-cv-546 

The parties appeared on Friday, May 10, 2019 to determine the parameters of sharply 

focused discovery in this case. At the conclusion of oral argument, plaintiff was given thirty (30) 

days to take five ( 5) depositions in this matter. However, if plaintiff conducts one of the depositions 

pursuant to Rule 30(b)(6), Fed. R. Civ. P., plaintiff may take only three (3) depositions. Following 

these depositions, the parameters of further discovery, if any, will be decided. 

In the course of the hearing, plaintiff represented that the bad faith/government misconduct 

exceptions to the deliberative process privilege were fully briefed. Because this representation was 

mistaken, it is necessary to brief the issues on an expedited basis. Plaintiff must file a memorandum 

addressing the issues by Monday, May 20, 2019. Defendants may file a response on or before 

Monday, May 27, 2019. Although plaintiff may file deposition notices at any time, the thirty (30) 

days plaintiff has to conduct the depositions will not begin until an Order is issued regarding the 

applicability of the bad faith/government misconduct exceptions to the deliberative process 

privilege. 

Accordingly, and for good cause, 
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It is hereby ORDERED that plaintiff may take five (S) depositions in this matter within 

thirty (30) days of the issuance of an Order regarding the applicability of the bad taith/govemment 

misconduct exceptions to the deliberative process privileg~ ~d that none of these depositions may 

be conducted pursuant to Rule 30(b)(6), Fed. R. Civ. P. Alternatively, at plaintiffs election., 

' plaintiff may take three (3) depositions in this matter ~thin thirty (30) days of the issuance of an 

Order regarding the applicability of the bad faith/government misconduct exceptions to the 

deliberative process privilege, 2111d one of these deposition~ may be conducted pursuant to Rule 
30(b)(6), Fed. R. Civ. P. 

It is further ORDERED tha~ following the depositions, plaintiff shall promptly file a b"tatus 

memorandurn regarding the results of the depositions and the possibility of further discovery. 

It is further ORDER£D that plaintiff must file a memorandum addressing the bad 

faith/govcmmcnt misconduct exceptions to the deliberative process privilege by Monday, May 20 • . 
2019. Defendants may file a response on or before Monday, May 27. 2019. 

The Clerk of Court is directed to provide a copy of this Order to all counsel of record. 

Alexandria, Virginia 
May 13, 2019 
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IN THE UNITED ST ATES DISTRICT COURT FOR THE 
EASTERN DISTRICT OF VIRGINIA 

Alexandria Division 

GILBERT P. HYATT, 

Plaintiff, 

v. 

UNITED STATES PATENT AND 
TRADEMARK OFFICE, et al., 

Defendants. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

ORDER 

Civil Action No. 1: 18-cv-546 

Plaintiff Gilbert P. Hyatt initiated this action to challenge the United States Patent and 

Trademark Office's ("PTO") handling of his patent applications. Specifically, Hyatt alleges that 

the PTO has a de facto policy not to issue him patents and to prevent him from obtaining final 

agency action subject to judicial review. Indeed, Hyatt alleges that his nearly three hundred patent 

applications currently pending before the PTO have been pending for over twenty years. Compl. 

1 15. By Order dated May 13, 2019, Hyatt was permitted to conduct sharply focused discovery in 

this matter. 1 Hyatt, anticipating that defendants would assert the deliberative process and mental 

process privileges during depositions, sought an order finding that defendants waived these 

privileges by acting in bad faith. The parties have fully briefed the question whether the PTO has 

waived these privileges by acting in bad faith. Because it appears that rulings on the applicability 

and waiver of these privileges would be better informed in the context of particular questions. and 

1 Specifically, it was ordered that Hyatt may take five depositions in this matter within thirty days of the issuance of 
an Order regarding the applicability of the bad faith exception to the deliberative process privilege and that none of 
these depositions may be conducted pursuant to Rule 30(b)(6), Fed. R. Civ. P. Alternatively, at Hyatt's election, Hyatt 
was pennined to take three depositions in this matter within thirty days of the issuance of an Order regarding the 
applicability of the bad faith exception to the deliberative process privilege, and one of these depositions may be 
conducted pursuant to Rule 30(b)(6), Fed. R. Civ. P. Hyatt v. United States Patent & Trademark Office, er al., No. 
I: I 8-cv-546 (E.D. Va. May 13, 2019) (Order). 
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given the natwe of this case, the parties are to appear. along with the three or five witness.es 

designated by Hyan.2 on Thursday, June 20, 2019 at 1:00 P.M. At such time, the witnesses will be 

examined before the Court. 

Accordingly. and for good cause, 

It is hereby ORDERED that an evidt:ntiary hearing in this matter is SCHEDULED for 

Thursday, June 20, 2019 at J :00 P.M. 

lt is further ORDERED that Hyatt must designate the witnesses he wishes to examine by 

Friday, Jwie 14, 2019 al 5:00 P.M. Hyan may designate three witnesses if one is designated 

pwsuant to Rule 30(b)(6). Fed. Jl. Civ. P .• and five witnes$es if_ncnc is designated pursuant to 

Rule 30(b)(6), Fed. R. Civ. P. 

It is further ORDERED trust lhe PTO witnesses designated by Hyatt mllst be present at the 

hearing on Thursday, June 20. 2019 to he examined before the Court. 

The Clerk of Court is directed to provide a copy of this Order to alLcounscl of record. 

Alexandria. Virginia 
June 11, 2019 

T. S. EJlis, ill 
United States Di tri 

1 As derailed in .foomote I. Hyan may designate three wimess\ls if one oflhcm is a witness pursuant to Ruic 30(b)(6), 
fed. R. Civ. P. Jfnone of the witnesses are examined p1m1vant ro Rule 30(b)(6). Fed. R. Civ. P., Hyaa may designate 
five witnesses. Hyau must designate these witn~cs by Friday, Juoe 14, 2019 at 5:00 P.M. 
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IN THE UNITED ST A TES DISTRICT COURT FOR THE 
EASTERN DISTRICT OF VIRGINIA 

GILBERT P. HYATT, 

Plaintiff, 

v. 

UNITED ST ATES PATENT AND 
TRADEMARK OFFICE, et al., 

Defendants. 

Alexandria Division 

) 
) 
) 
) 
) 
) 
) 
) 
) 

ORDER 

Civil Action No. l:18-cv-546 

An evidentiary hearing is scheduled in this matter on Thursday, June 20, 2019 for plaintiff 

Gilbert P. Hyatt to examine before the Court the three witnesses he has designated. Hyatt's 

response to the Order scheduling this evidentiary hearing indicates that Hyatt believes he will have 

a second opportunity to examine the witnesses. at subsequent depositions. This is not so. Nothing 

in the Order issued on June 11, 2019 indicated that examination of the witnesses would be 

bifurcated. Hyatt should come to the evidentiary hearing on Thursday, June 20, 2019 prepared to 

examine fully the witnesses that he has designated. 1 Following the evidentiary hearing, it will be 

decided what further steps, if any, should be taken. 

Accordingly, and for good cause, 

It is hereby ORDERED that Hyatt must come to the evidentiary hearing on Thursday, June 

20. 2019 prepared to examine fully the three witnesses he has designated, as his examination of 

the witnesses will not be bifurcated. 

1 The purpose of this evidentiary hearing is to determine whether there is factual support for Hyatt's remaining claims, 

namely that the Patent and Trademark Office has de.facto policy not to issue Hyatt patents and to prevent Hyatt from 

obtaining final agency action subject to judicial review. 
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The Clerk of Court is directed to send a copy of this Order to all counsel ofrecord. 

Alexandria, Virginia 
June 13, 2019 

T. S. Ellis, III 
United States Dis 
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IN THE UNITED ST A TES DISTRICT COURT FOR THE 
EASTERN DISTRICT OF VIRGINIA 

GILBERT P. HYATT, 

Plaintiff, 

v. 

UNITED ST ATES PATENT AND 
TRADEMARK OFFICE, et al., 

Defendants. 

Alexandria Division 

) 
) 
) 
) 
) 
) 
) 
) 
) 

ORDER 

Civil Action No. 1: 18-cv-546 

An evidentiary hearing is scheduled in this matter on Thursday, June 20, 2019 for plaintiff 

Gilbert P. Hyatt to examine before the Court the three witnesses he has designated. Hyatt has 

identified the topics he wishes to examine the United States Patent and Trademark Office·s 

("USPTO") Rule 30(b)(6), Fed. R. Civ. P., designees about during this hearing. Many of the patent 

applications potentially at issue in this case were filed in or before 1995, and Hyatt has noticed his 

intent to examine the USPTO's designees about infonnation that dates back to the applications· 

filing. The USPTO has objected to this proposed examination on the grounds that the USPTO 

lacks reliable infonnation about events that occurred decades ago and that such infonnation is not 

relevant to Hyatt's remaining claims. Hyatt's only remaining claims allege the existence of a 

current, de faclo policy not to issue him patents and to avoid final agency action on his patent 

applications that allows judicial review. 1 As such, Hyatt will not be pennitted to examine the 

1 Count IV is brought pursuant to 5 U.S.C. § 706(2) and Count V is brought pursuant to 5 U.S.C. § 706(1 ). Count VI 
is not really a separate cause of action, but rather a request for mandamus. All three counts allege the existence of a 
de faclo policy not to issue Hyatt patents and to avoid final agency action on his patent applications that allows judicial 
review. 
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USPTO'~ 30{b)(6) witness about events that occWTCd decades ago. Hyatt must focus his 

~xamination on the USPTO's recent actions and current practices. as these topics-unlike the 

particulars of actions the USPTO took decades ago-squarely address his remaining claims. 

Accordingly, and for good cause. 

Jt is hereby ORDERED that defendants' Objection (Doc_. 88) is SUSTAINED iusofar as 

Hyatt's proposed examination focuses on events that occutTed decades ago and not sharply on tlie 
existence of the alleged de facto policy not to issue Hyatt patents and to avoid final agency action 

on his patent applications that allows judicial review. 

11 is further ORDER.ED that Hyatt may not examine the USPl"O"s Rule 30(b)(6), Fed. R. 

Civ. P., designees regarding events that occurred decades ago and must instead focus his 
examination of the designees on the USPTO's recent actions and current practices. 

The Cleric is directed to provide a copy of this Order to all counsel of record. 

Alexandria, Virginia 
June 18. 2019 

T. S. Ellis, Ill 
United States D' 
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IN THE UNITED ST ATES DISTRICT COURT FOR THE 
EASTERN DISTRICT OF VIRGINIA 

Alexandria Division 

GILBERT P. HYATT, 

Plaintiff, 

v. 

UNITED STATES PATENT AND 
TRADEMARK OFFICE, et al., 

Defendants. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

ORDER 

Civil Action No. 1: l 8-cv-546 

The parties appeared on Thursday, June 20, 20 I 9 for an evidentiary hearing. At the 

conclusion of the hearing, the United States Patent and Trademark Office ("'PTO") was instructed 

to provide, by 5:00 P.M. on Friday, July 26, 2019, a list of all progress it has made on the 

examination of Hyatt's patent applications since Monday, June 3, 2019. The parties were also 

instructed to advise the Court as soon as the Federal Circuit decides the appeal of Hyall v. lancu. 

332 F. Supp. 3d 113 (D.D.C. 2018). 

Accordingly, and for good cause. 

It is hereby ORDERED that the PTO must provide, by 5:00 P.M. on Friday. July 26, 2019. 

a list of all actions it has taken to examine Hyatt's patent applications since Monday, June 3, 2019. 

It is further ORDERED that the parties must advise the Court as soon as the Federal Circuit 

decides the appeal of Hyall v. Iancu, 332 F. Supp. 3d 113 (D.D.C. 2018). 

The Clerk of Court is directed to provide a copy of this Order to all counsel of record. 

Alexandria, Virginia 
June 21, 2019 

T. S. Ellis, III 
United States District Judge 

L 
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IN THE UNITED STATES DISTRICT COURT FOR THE 
EASTERN DISTRICT OF VIRGINIA 

GILBERT P. HYATT, 

Plaintiff, 

v. 

UNITED ST ATES PA TENT AND 
TRADEMARK OFFICE, et al., 

Defendants. 

Alexandria Division 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

ORDER 

Civil Action No. l:18-cv-546 

At issue in this challenge to administrative action pursuant to the Administrative Procedure 

Act, 5 U.S.C. § 701 et seq., is plaintiffs motion to amend the complaint. Plaintiffs complaint 

alleges that the United States Patent and Trademark Office ("PTO") has a current, de facto policy 

or rule not to issue plaintiff any more patents and to avoid final agency action on his patent 

applications that would allow judicial review. Plaintiff seeks to add allegations relating to the 

PTO' s dismissal of plaintiffs petitions for withdrawal of the PTO' s finding of abandonment for 

several of plaintiffs patent applications, arguing that these actions are part and parcel of the illegal 

policy alleged in the original complaint. Defendants oppose the motion to amend, principally 

arguing that plaintiffs proposed amendment would prejudice the PTO by altering this litigation's 

scope after discovery has already occurred. For the reasons that follow, defendants are correct, and 

plaintiffs motion to amend must be denied. 

I. 

Plaintiff Gilbert P. Hyatt has a long history with the PTO. He is a prolific inventor who has 

filed hundreds of patent applications, most of them more than two decades ago and most of them 

of inordinate length and complexity. Although plaintiff has been issued more than 70 patents, 
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many of these applications have lingered for years. The parties fiercely debate whether the delay 

is due to the length and complexity of the applications1 or the PTO's bad faith in examining them. 

Previously, plaintiff sued the PTO in this Court in 2014, alleging that the PTO was unreasonably 

delaying examination of his patent applications. See Hyatt v. PTO, 146 F. Supp. 3d 771 (E.D. Va. 

2015). Summary judgment was granted for the PTO defendants because examination of the patent 

applications at issue was underway, albeit at a slower pace than plaintiff desired. Id. at 785-87. 

In the present suit, plaintiff alleges the existence of a current, de facto policy or rule not to 

issue plaintiff any more patents and to avoid final agency action on his patent applications that 

would allow judicial review. A March 26, 2019 Order granted in part and denied in part 

defendants' motion to dismiss. The dismissed claims sought a refund of fees plaintiff paid in 

connection with his patent applications, compensation for the unconstitutional taking of plaintiff's 

patent applications without just compensation, and the issuance of a patent for application No. 

08/456,263. The March 26, 2019 Order made clear that the PTO's motion to dismiss plaintiff's 

other claims, which consist of a claim under 5 U.S.C. § 706(2), a claim under 5 U.S.C. § 706(1), 

and a request for mandamus, was denied "insofar as those claims challenge the PTO' s alleged de 

facto policy or rule not to issue plaintiff any more patents." March 26, 2019 Order at 4. Put another 

way, the only claim surviving the motion to dismiss was the plaintiffs claim that the PTO had a 

current, de facto policy or rule to deny plaintiff any further patents and to avoid final agency action 

on his patent applications that would allow judicial review. 

Given plaintiffs core claim-an alleged de facto policy not to issue plaintiff any more 

patents-plaintiff was permitted to engage in sharply focused discovery to determine whether 

1 For a more complete description of the interrelatedness, complexity, and length of plaintiffs patent applications, 
see Hyatt v. PTO, 146 F. Supp. 3d 771, 775-80 (E.D. Va. 2015). 

2 
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there was any factual support for the allegation at the heart of plaintiff's surviving claims.2 

Although discovery beyond the administrative record is unusual in an AP A claim, plaintiff's 

allegation that the PTO had adopted an illegal policy or rule to deny plaintiff's patent applications 

presented an exceptional situation warranting such discovery. See Fort Sumter Tours, Inc. v. 

Babbitt, 66 F.3d 1324, 1336 (4th Cir. 1995) (acknowledging that "there may be circumstances to 

justify expanding the record or permitting discovery") ( quoting Public Power Council v. Johnson, 

674 F.2d 791, 793 (9th Cir. 1982)). Specifically, the May 13, 2019 Order in this case permitted 

plaintiff to take five depositions or, alternatively, three depositions if one of the depositions was 

taken pursuant to Rule 30(b)(6), Fed. R. Civ. P. After the parties briefed the question of whether 

the PTO had waived the deliberative process and mental process privileges by acting in bad faith, 

the June 11, 2019 Order required the parties to examine the witnesses before the Court so that the 

context of particular questions could inform rulings on the applicability and waiver of the 

privileges. 3 

At the June 20, 2019 evidentiary hearing, plaintiff examined 3 witnesses from the PTO 

before the Court, one of which was a designated as Rule 30(b)(6) deponent. Before the hearing 

2 Orders prior to the evidentiary hearing made clear that the purpose of the hearing was to detennine whether there 
was factual support for the allegation at the heart of plaintiff's claims, namely the existence of a current, de facto 
policy to deny plaintiff patents. June 13, 2019 Order at n. 1 ( clarifying that evidentiary hearing was not solely for 
examination related to applicability of deliberative process privilege); June 18, 2019 Order at 2 (sustaining defendants' 
objection to plaintiffs proposed Rule 30(b)(6) examination topics and requiring plaintiff to focus his examination on 
the 44USPTO's recent actions and current practices, as these topics ... squarely address his remaining claims"). 

3 Moreover, it is difficult to imagine any circumstances in which a federal court should interject itself into the mental 
process of a patent examiner to detennine the proper course of action to take with respect to a patent application 
undergoing the patent examination process. See Franklin Sav. Ass 'n v. Ryan, 922 F.2d 209,211 (4th Cir. 1991) ("Since 
Morgan, federal courts have consistently held that absent 'extraordinary circumstances,' a government decision-maker 
will not be compelled to testify about his mental processes in reach a decision, 'including the manner and extent of 
his study of the record and his consultations with subordinates."') (quoting United States v. Morgan, 313 U.S. 409, 
421-22 (1941)). At the hearing, the PTO objected on the ground of the deliberative process privilege to a question 
asking witness Pinchus Laufer to describe what was discussed at meetings on plaintiff's petitions, and the Court 
directed Laufer to provide only a general description of the issues discussed at the meetings. Evidentiary Hr'g Tr. 
119:3-8 (June 20, 2019) (Dkt. 92). Accordingly, the PTO was not required to waive the deliberative process or mental 
process privileges at the June 20, 2019 evidentiary hearing. 

3 
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concluded, the Court indicated that no further discovery would be permitted at that time, but that 

the parties would have an opportunity to argue before any final ruling. Evidentiary Hr'g Tr. 137:4-

5 (June 20, 2019) (Dkt. 92). 

Pursuant to the June 21, 2019 Order, on July 26, 2019, the PTO filed a list of all progress 

made on the examination of plaintiffs patent applications since Monday, June 3, 2019. The PTO's 

filing stated that plaintiff had 408 patent applications pending with the agency as of 2013. The 

PTO noted that it had taken dispositive action on 175 of plaintiffs pending applications by 

deeming them abandoned. According to the PTO, of the 175 applications deemed abandoned, 

plaintiff filed post-abandonment petitions in 72 applications and did not file any additional papers 

within the normal limitations period in 87 applications. The PTO also noted that 229 of plaintiffs 

applications remained pending before the PTO, with 127 awaiting action by the PTO and 102 

awaiting action by plaintiff. Four of plaintiffs applications had completed the administrative 

process and were involved in an appeal to the Court of Appeals for the Federal Circuit. 

Plaintiff responded to the PTO's progress report on July 29, 2019, arguing that the report 

overstated the PTO's productivity by including ministerial actions and omitted information about 

(i) the PTO's forced abandonment of plaintiffs applications, (ii) the PTO's failure to file 

examiner's answers, (iii) the PTO's delay in acting on petitions, and (iv) the PTO's failure to 

address certain applications that have been pending for years. In his response, plaintiff also 

requested assembly of an administrative record that included the PTO's internal communications 

regarding its deliberations on plaintiffs applications. 

Plaintiff filed a second response to the PTO's progress report on September 16, 2019, 

arguing that the PTO had continued to prevent plaintiff from obtaining final agency action on his 

applications by dismissing several of plaintiffs petitions to withdraw the PTO's findings of 

4 
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abandonment. Plaintiff noted that the PTO's dismissal of his petitions for withdrawal of findings 

of abandonment as untimely forces plaintiff to file a subsequent petition that disclaims part of the 

patent term in order for the petition to be considered on the merits. See Manual of Patent 

Examination Procedure ("MPEP") § 71 l .03(c) (stating that "any petition to withdraw the holding 

of abandonment that is not filed within two months of the mail date of the notice of abandonment 

will not ( absent extraordinary circumstances) be treated on its merits unless accompanied by a 

terminal disclaimer"). 

On November 1, 2019, plaintiff sought leave to amend his complaint pursuant to Rule 

15(a)(2), Fed. R. Civ. P., to include allegations regarding the PTO's dismissal of several petitions 

for withdrawal of findings of abandonment. According to plaintiff, the PTO improperly dismissed 

his petitions to withdraw findings of abandonment on the ground that the petitions to withdraw 

findings of abandonment were not filed within two months of the PTO's notice of abandonment. 

Plaintiff argues that his petitions to withdraw findings of abandonment were timely because 

plaintiff filed requests for reconsideration of the PTO's forcible abandonment within two months 

of the PTO's notice of abandonment and filed petitions to withdraw the findings of abandonment 

within two months of the PTO's responses denying in whole, denying in part, or striking plaintiffs 

reconsideration requests. Plaintiffs Memorandum in Support of Motion to Amend at 4-5. 

According to plaintiff, amendment of the complaint at this stage is not prejudicial because 

"discovery has not started" and the allegations regarding the dismissal of plaintiffs petitions for 

withdrawal of abandonment relate to the original complaint's allegation that the PTO has a de 

facto rule not to issue plaintiff any more patents. Plaintiffs Memorandum in Support of Motion to 

Amend at 4-5. Plaintiff also argues that its motion to amend is not in bad faith and was not made 

after undue delay because the PTO only recently dismissed plaintiffs petitions to withdraw 

5 
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abandonment. Id. at 7. And plaintiff argues that his proposed amendment is not futile because it 

''colorably pleads that the PTO's petition dismissals are arbitrary and capricious, an abuse of 

discretion, or contrary to law under the Administrative Procedure Act." Id. at 7-8. 

Defendants oppose plaintiffs motion to amend, arguing that the amendment is prejudicial 

because it requires proof of facts distinct from the original complaint's factual allegations and was 

offered after plaintiff was permitted to conduct discovery into the existence of the PTO's alleged 

de facto policy not to issue plaintiff patents. Defendants' Memorandum in Opposition to Motion 

to Amend at 9-12. Alternatively, defendants argue that the motion to amend must be denied as 

futile because the proposed amendment challenges non-final agency actions that are not ripe for 

review. Defendants' Memorandum in Opposition to Motion to Amend at 13-15. 

II. 

Under Rule 15(a)(2), Fed. R. Civ. P., "a party may amend its pleading only with the 

opposing party's written consent or the court's leave." Leave to amend should freely be granted 

"when justice so requires." Id. The Fourth Circuit recognizes three grounds for denying a motion 

to amend: (i) prejudice to the opposing party, (ii) a moving party's bad faith, or (iii) the 

amendment's futility. See Laber v. Harvey, 438 F.3d 404, 426 (4th Cir. 2006) (en bane) (citation 

omitted). As the Fourth Circuit has observed, "[w]hether an amendment is prejudicial will often 

be determined by the nature of the amendment and its timing." Id. at 427. 

Here, both the nature and the timing of plaintiffs proposed amendment render it 

prejudicial. Plaintiffs proposed amendment prejudices defendants because the amendment would 

alter this litigation's scope. The March 26, 2019 Order granting in part and denying in part 

defendants' motion to dismiss made clear that the motion to dismiss on Counts IV-VI was denied 

"insofar as those claims challenge the PTO' s alleged de facto policy or rule not to issue plaintiff 

6 
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any more patents." After that Order framed the central issue to be resolved in this matter, plaintiffs 

proposed amendment seeks to introduce claims that challenge the PTO's dismissal of plaintiffs 

petitions to withdraw findings of abandonment in several patent applications. Plaintiffs new 

allegations concern the PTO' s application of a specific provision of the Manual of Patent 

Examination Procedure,§ 71 l .03(c). Thus, to permit plaintiffs proposed amendment would alter 

this suit's sharp focus on the alleged de facto policy not to issue plaintiff any more patents. 

Resisting this result, plaintiff argues that where, as was the case in Vitullo v. Mancini, 684 

F. Supp. 2d 747 (E.D. Va. 2010), there is a "clear factual nexus" between plaintiffs proposed 

amendment and the original claims, amendment does not prejudice an opposing party. Id. at 754. 

Plaintiffs reliance on Vitullo is misplaced; Vitullo is readily distinguishable from the instant case. 

In Vitullo, plaintiff was permitted to amend a complaint to add Fair Debt Collections Practices Act 

claims based on defendant's mailing of a June 16, 2008 letter addressed to plaintiff, an event 

pleaded in the original complaint, because the amendment "merely add[ed] an additional theory of 

recovery to the facts already pled and [was] offered before any discovery ha[ d] occurred." Id. at 

754-55 (quoting Laber, 438 F.3d at 427). Unlike Vitullo, plaintiffs allegations that the PTO 

improperly dismissed plaintiffs petitions to withdraw findings of abandonment adds a new theory 

of action that requires proof of facts different from "the facts already pied." See id. Plaintiffs 

argument that the dismissal of plaintiffs petitions to withdraw findings of abandonment is a 

continuation of the illegal policy alleged in the original complaint shows a logical nexus between 

the amendment and the original complaint, but not a factual one. 

The timing of plaintiffs proposed amendments is prejudicial because the proposed 

amendment was not offered "before any discovery ha[d] occurred" in this case. Laber, 438 F.3d 

at 427. At the June 20, 2019 evidentiary hearing, plaintiff was permitted to examine three PTO 

7 
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witnesses, including one Rule 30(b)(6) witness. On November 1, 2019, plaintiff sought leave to 

amend the complaint and argued that amendment would not be prejudicial because "discovery has 

not started." Plaintiffs assertion that "discovery has not started" is incorrect. Although no final 

ruling has been made concerning extra-record discovery, the evidentiary hearing's purpose was 

"to determine whether there is factual support for Hyatt's remaining claims." June 13, 2019 Order 

at n. 1. Because this matter has already proceeded beyond the threshold motion to dismiss stage 

and discovery has already occurred, granting leave to amend would prejudice defendant.4 

Denial of plaintiffs motion to amend does not prejudice plaintiff because, as plaintiff 

acknowledges, he may file a separate lawsuit based on the proposed amendment's allegations. 

Plaintiffs Memorandum in Support of Motion to Amend at 8; see also Nat 'I Treasury Emps. 

Union v. He(fer, 53 F.3d 1289, 1295 (D.C. Cir. 1995) (affirming denial ofleave to amend where 

the amendment "bore only [a] tangential relationship to the original claim" and denial did not 

prejudice the plaintiff because the plaintiff "can file [the amendment as] an independent 

challenge"). Because plaintiffs motion to amend is denied solely on the ground of prejudice to 

defendants, the parties' respective arguments addressing the amendment's futility need not be 

reached. No opinion is expressed as to the merits or lack of merit of any future lawsuit plaintiff 

may choose to file on the basis of the facts contained in the proposed amendment. 

Accordingly, 

It is hereby ORDERED that plaintiffs motion to amend the complaint (Dkt. 118) is 

DENIED. 

4 None of the analysis regarding the amendment's timing in relation to discovery should be taken to suggest that 
plaintiff sought leave to amend in bad faith. Indeed, it appears that plaintiff sought leave to amend shortly after the 
PTO dismissed plaintiff's petitions for withdrawal of findings of abandonment. Plaintiffs Memorandum in Support 
of Motion to Amend at 7. 

8 
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The Clerk is directed to provide a copy of this Order to all counsel of record. 

Alexandria, Virginia 
January 15. 2020 

9 

T. S. Ellis., Jll 
United States Uis 
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IN THE UNITED ST ATES DISTRICT COURT FOR THE 
EASTERN DISTRICT OF VIRGINIA 

Alexandria Division 

GILBERT P. HYATT, 
Plaintiff, 

v. 

UNITED ST ATES PATENT AND 
TRADEMARK OFFICE, et al., 

Defendants. 

) 
) 
) 
) 
) 
) 
) 
) 

ORDER 

Civil Action No. l:18-cv-546 

Plaintiff Gilbert P. Hyatt has challenged administrative action pursuant to the 

Administrative Procedure Act, 5 U.S.C. § 701 et seq., alleging that the PTO has adopted a policy 

not to issue plaintiff any more patents and to avoid final agency action on his patent applications 

that would allow judicial review. Before the parties brief and argue the issue of whether any 

credible evidence exists to support plaintiffs claim, the scope of the administrative record for 

judicial review must be determined. 5 U.S.C. § 706. 

I. 

Plaintiff Gilbert P. Hyatt has a long history with the PTO, and a brief recitation of that 

history is necessary to understand the sole remaining issue presented in his AP A claim. He is a 

prolific inventor who has filed hundreds of patent applications, most of them more than two 

decades ago and most of them of inordinate length and complexity. Although plaintiff has been 

issued more than 70 patents, many of these applications have lingered for years. The parties 

fiercely debate whether the delay is due to the length and complexity of the applications 1 or the 

1 For a more complete description of the interrelatedness, complexity, and length of plaintiffs patent applications, see 
Hyatt v. PTO, 146 F. Supp. 3d 771, 775-80 (E.D. Va. 2015). 

I 
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PTO's bad faith in examining them. Previously, plaintiff sued the PTO in this Court in 2014, 

alleging that the PTO was unreasonably delaying examination of his patent applications. See Hyatt 

v. PTO, 146 F. Supp. 3d 771 (E.D. Va. 2015). Summary judgment was granted for the PTO 

defendants because examination of the patent applications at issue was underway, albeit at a slower 

pace than plaintiff desired. Id. at 785-87. 

In the present suit, plaintiff alleges the existence of a current, de facto policy or rule not to 

issue plaintiff any more patents and to avoid final agency action on his patent applications that 

would allow judicial review. A March 26, 2019 Order granted in part and denied in part 

defendants' motion to dismiss. Specifically, Counts I-III and VII-IX were dismissed. 

Counts I and III of plaintiffs complaint sought a refund of fees plaintiff paid to the PTO 

in connection with his patent applications because he alleged that he did not receive timely, fair, 

and impartial examination of his patent applications. These claims were dismissed pursuant to 

Rule 12(b)(l), Fed. R. Civ. P., because they sought money damages, a form of relief excluded 

from the AP A's waiver of sovereign immunity. S U.S.C. § 702 (waiving sovereign immunity for 

claims seeking "relief other than money damages"). 

Count II asserted a Fifth Amendment claim for the taking of plaintiffs patent applications 

without just compensation. This claim was dismissed for failure to state a claim pursuant to Rule 

12(b)(6), Fed. R. Civ. P., because plaintiff failed to establish that he had a property right in his 

patent applications, or, alternatively, for improper venue pursuant to Rule 12(b)(3), Fed. R. Civ. 

P., because it was claim for money damages brought in a venue other than the Court of Federal 

Claims or the judicial district in which plaintiff resides. 28 U .S.C. §§ 1491 (a), l 402(a). 

Counts VII-IX sought a declaration of rights that plaintiff is entitled to allowance of patent 

application No. 08/456,263 ("the '263 application"), an injunction compelling defendants to allow 

2 
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the '263 application and to issue a patent for the invention it claims pursuant to § 706( 1) of the 

AP A, and a writ of mandamus compelling the same. These claims were dismissed for failure to 

state a claim pursuant to Rule 12(b)(6), Fed. R. Civ. P., because plaintiffs complaint alleged that 

the '263 application should have been examined further, but an order requiring the PTO to issue a 

particular patent may only lie where the PTO "ha[ s] fully exercised [its] judgment and discretion 

... [ and] decided that the [plaintiff] is entitled to a patent" so "all that remain[ s] ... [is] purely 

ministerial." Bulterworth v. United States ex rel Hoe, 112 U.S. 50, 68 (1884); Compl. ,r,r 455-70. 

The March 26, 2019 Order denied the PTO's motion to dismiss plaintiffs other claims, 

which consist of a claim under 5 U.S.C. § 706(2), a claim under 5 U.S.C. § 706(1), and a request 

for mandamus, "insofar as those claims challenge the PTO's alleged de facto policy or rule not to 

issue plaintiff any more patents." March 26, 2019 Order at 4. In other words, the only claim that 

survived the PTO defendants' motion to dismiss was plaintiffs claim that the PTO had a current, 

de facto policy or rule to deny plaintiff any further patents and to avoid final agency action on his 

patent applications that would allow judicial review. 

Given plaintiffs core claim-an alleged de facto policy not to issue plaintiff any more 

patents-plaintiff was permitted to engage in sharply focused discovery to determine whether 

there was any factual support for the allegation at the heart of plaintiffs surviving claims.2 

Although discovery beyond the administrative record is unusual in an APA claim, plaintiffs 

allegation that the PTO had adopted an illegal policy or rule to deny plaintiffs patent applications 

presented an exceptional situation warranting such discovery. See Fort Sumter Tours, Inc. v. 

2 Orders prior to the evidentiary hearing made clear that the purpose of the hearing was to determine whether there is 
factual support for the allegation at the heart of plaintiffs claims, namely the existence of a current, de facto policy to 
deny plaintiff patents. June 13, 2019 Order at n. I (clarifying that evidentiary hearing was not solely for examination 
related to applicability of deliberative process privilege); June I 8, 20 I 9 Order at 2 (sustaining defendants' objection 
to plaintiffs proposed Rule 30(b)(6) examination topics and requiring plaintiff to focus his examination on the 
"USPTO's recent actions and current practices, as these topics ... squarely address his remaining claims"). 

3 
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overstated the PTO's productivity by including ministerial actions and omitted information about 

(i) the PTO's forced abandonment of plaintiffs applications, (ii) the PTO's failure to file 

examiner's answers, (iii) the PTO's delay in acting on petitions, and (iv) the PTO's failure to 

address certain applications that have been pending for years. In his response, plaintiff also 

requested assembly of an administrative record that included the PTO's internal communications 

regarding its deliberations on plaintiffs applications. 

Plaintiff filed a second response to the PTO' s progress report on September 16, 2019, 

arguing that the PTO had continued to prevent plaintiff from obtaining final agency action on his 

applications by dismissing several of plaintiffs petitions to withdraw the PTO's findings of 

abandonment. Plaintiff noted that the PTO's dismissal of his petitions for withdrawal of findings 

of abandonment as untimely forces plaintiff to file a subsequent petition that disclaims part of the 

patent term in order for the petition to be considered on the merits. See Manual of Patent 

Examination Procedure ("MPEP") § 71 l.03(c) (stating that "any petition to withdraw the holding 

of abandonment that is not filed within two months of the mail date of the notice of abandonment 

will not ( absent extraordinary circumstances) be treated on its merits unless accompanied by a 

terminal disclaimer"). 

Plaintiff sought leave to amend his complaint pursuant to Rule 15(a)(2), Fed. R. Civ. P., to 

include allegations regarding the PTO's dismissal of several petitions for withdrawal of findings 

of abandonment. Leave to amend was denied on the ground of prejudice because the amendment 

would alter the scope of this litigation and was offered after discovery had been conducted. 

Accordingly, the sole remaining issue in this AP A challenge is whether the PTO has a de facto 

policy, rule, or order not to issue plaintiff any further patents and to avoid final agency action on 

his patent applications that would allow judicial review. 

5 
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I• 

IN THE UNITED STATES DISTRICT COURT FOR THE 
EASTERN DISTRICT OF VIRGINIA 

Alexandria Division 

GILBERT P. HYATT, ) 
Plaintiff, ) 

) 
v. ) Civil Action No. l:18-cv-546 

) 
UNITED ST A TES PA TENT AND ) 
TRADEMARK OFFICE, and ) 
ANDREI IANCU, Under Secretary of ) 
Commerce for Intellectual Property and ) 
Director of the United States Patent and ) 
Trademark Office, in his official capacity, ) 

Dekndanb. ) 

ORDER 

This challenge to administrative action pursuant to the Administrative Procedure Act, 5 

U.S.C. § 706 ("APA") focuses on the following single question: 

Whether the United States Patent and Trademark Office ("PTO") 1 has a current, de facto 
policy to refrain from issuing plaintiff Gilbert P. Hyatt any patents based on his currently 
existing applications and to prevent plaintiff from obtaining judicial review of his 
currently existing applications regardless of the merits of his patent applications.2 

At issue now in this case is the proper scope of the administrative record for judicial review of 

plaintiffs challenge to the PTO's alleged current, de facto policy to refrain from issuing plaintiff 

any patents based on his currently existing applications and to prevent plaintiff from obtaining 

1 Plaintiff filed suit against both the PTO and Andrei Iancu, the Director of the PTO, in his official capacity. 
Defendants are hereinafter collectively referred to as the "PTO." 

2 Plaintiffs Complaint initially brought the following claims: Counts I and III sought refunds of fees paid in 
connection with patent applications; Count II asserted a Fifth Amendment claim for the taking of patent applications 
without just compensation; Counts IV-VI, brought under§ 706 and as a request for mandamus, sought relief from 
the PTO's alleged unlawful policy toward plaintiffs patent applications; and Counts VI-IX sought declaratory, 
injunctive, and mandamus relief compelling the allowance ofa particular patent application. By Order dated March 
26, 2019, the PTO's motion to dismiss was granted with respect to all of plaintiff's claims except insofar as Counts 
IV-VI alleged the existence of the de facto policy described above. Hyatt v. USPTO, 1: 18-cv-546 (E.D. Va. March 
26, 2019) (Order) (Dkt. 66). 
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judicial review of his currently existing applications regardless of the merits of his patent 

applications. As this matter has been fully briefed and because oral argument is not necessary to 

aid the decisional process, the question of the appropriate record for judicial review is now ripe 

for disposition. 3 

I. 

Analysis properly begins with recognition that it is the nature of the question presented 

for judicial review that dictates the appropriate scope of the administrative record for that review. 

Unlike most APA review of administrative action cases where there is a challenge to an agency's 

specific rule, regulation, or administrative decision that is of record, this case alleges that the 

challenged administrative action is not of record, that it is sub rosa. Thus, the proper scope of the 

administrative record for judicial review in this case must reflect the difference between the 

typical AP A case and this case. But before addressing specifically the proper nature and content 

of an administrative record for judicial review in this case, it is worth summarizing briefly some 

contextual and historical facts important to an understanding of this matter. 

Plaintiff is a prolific inventor who has filed hundreds of patent applications over the 

years, and most of these applications are of unprecedented, inordinate length and complexity. 

Although plaintiff has achieved some significant success, as more than 70 of his applications 

have resulted in the issuance of patents, many of his applications have remained pending for 

years. Plaintiff contends that the delay is attributable to the PTO's bad faith in adopting a sub 

rosa policy or rule to decline to issue patents or to take any final PTO action on many of 

3 On February 14, 2020, the parties filed Pleadings on the Administrative Record in response to the January 15, 2020 
Order. On February 21, 2020, plaintiff filed an Opposition to the PTO's pleading. On March 3, 2020, the PTO filed a 
Response to plaintiff's opposition. 

2 
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plaintiffs applications. The PTO, for its part, argues that any delay is attributable to the 

inordinate and unprecedented length and complexity of his applications. 

It is important to note that this case is not plaintiffs first or sole challenge to the PTO's 

handling of his patent applications. In 2014, plaintiff sued the PTO, alleging that the PTO was 

unreasonably delaying examination of 80 of his then-pending 400 patent applications. See Hyatt 

v. PTO (Hyatt/), 146 F. Supp. 3d 771 (E.D. Va. 2015). The PTO denied that it was unreasonably 

delaying examination of plaintiff's patent applications and, in support, noted the unprecedented 

length and complexity of plaintiffs applications. Specifically, as the record in Hyatt I reflects, 

plaintiffs original applications at issue there contained 20 to 100 claims per application, but 

plaintif rs subsequent amendments added hundreds of claims per application, which resulted in 

''some of the largest claim sets the PTO has ever encountered" and "added significant complexity 

in terms of the substantive changes made and the number of claims amended." Id. at 776 (noting 

that the growth of application 08/458, 143 from 20 claims to 408 claims, the growth of 

application 08/418,211 from 24 claims to 310 claims, and the growth of applications 07 /541,988 

from 90 claims to 297 claims was "generally characteristic of the growth in the number of claims 

for all of the 80 patent applications in issue").4 Also important is that the specifications for 

plaintiffs patent applications "run many hundreds of pages in length." Id. 5 And adding 

4 The Federal Circuit's decision in Hyatt v. USPTO (Hyatt Requirements Suit), 797 F.3d 1374 (Fed. Cir. 2015), a 
separate suit between plaintiff and the PTO, also recognized the unprecedented size of plaintiff's patent 
applications' claim sets. See id at 1384-85 (holding that PTO did not abuse its discretion in finding that special 
circumstances justified disclosure of confidential information from plaintiff's applications pursuant to the 2013 
Requirements). In that case, the Federal Circuit noted that plaintiffs nearly 400 pending patent applications 
contained, on average. 116 independent claims and 299 total claims and, when combined, approximately 45,000 
independent claims and 115,000 total claims. See id. at 1377. The Federal Circuit was "aware of no other applicant 
with the same volume of claims as Mr. Hyatt." Id. at 1384. 

5 Although Congress did not explicitly limit the length of a patent specification, it made quite clear the nature and 
purpose of a specification and required it to be "concise." 35 U.S.C. § l 12(a). It is not easy to see how the 
requirement of concision is met by specifications of I 00 pages or more. 

3 
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significantly to the complexity of plaintiffs patent applications is the fact, as noted in Hyatt I, 

that plaintiffs patent applications typically ''claim[ ] the benefit of priority to ... numerous 

earlier-filed applications often dating back to the early 1970s." Id at 776-77 (noting that in one 

application plaintiffs numerous claims of priority resulted in "38 different possible dates to 

which [plaintiff] may be entitled to maintain priority ... for a given claim"). The Hyatt I record 

also reflects that far from refusing to process plaintiffs complex applications, the PTO formed a 

special group of examiners dedicated exclusively to the task of reviewing and processing 

plaintiffs patent applications. See id. at 777. According to Hyatt I, this new group was staffed 

with twelve patent examiners charged with the duty to review plaintiffs patent applications. See 

id. 

In the end, summary judgment in that case was granted in favor of the PTO because the 

record there reflected that examination of plaintiffs patent applications at issue was underway, 

albeit at a slower pace than plaintiff desired. See id. at 783; see also Norton v. S. Utah 

Wilderness Alliance, 542 U.S. 55, 63 (2004) ("[T]he only agency action that can be compelled 

under the APA is action legally required.") (emphasis in original). Thus, plaintiff in the 2014 

case was not entitled to relief under 5 U.S.C. § 706(1) based on any past delay because the 

PTO' s active examinations of plaintiffs patent applications left "nothing to be judicially 

compelled." Hyatt I at 783. 

In this action, as contrasted with the claim in Hyatt I, plaintiff alleges not unreasonable 

PTO delay, but rather the existence of a current, de facto PTO policy or rule to refrain from 

issuing plaintiff any patents and to avoid final agency action on any of his pending patent 

applications that might allow judicial review. Given this, it became necessary to consider 

whether limited, focused discovery was appropriate in this case. Although discovery beyond the 

4 
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administrative record is the relatively rare exception in APA cases, some cases have sensibly 

noted that ""there may be circumstances to justify expanding the record or permitting discovery." 

Fort Sumter Tours, Inc. v. Babbitt, 66 F.3d 1324, 1336 (4th Cir. 1995) (quoting Public Power 

Council v. Johnson, 674 F.2d 791, 793 (9th Cir. 1982)). This is such a case. Accordingly, 

consistent with the nature of the question presented in this AP A case, plaintiff was permitted to 

conduct limited discovery by allowing plaintiff to select two PTO employees to be deposed and 

requiring the PTO to designate a third witness to be deposed pursuant to Rule 30(b )( 6), Fed. R. 

Civ. P. Hyatt, l:18-cv-546 (E.D. Va. May 13, 2019) (Order) (Dkt. 73). The testimony of these 

witnesses was heard in open court. Following this, an order issued on January 15, 2020, stating 

that the testimony would be included in the administrative record provided for judicial review 

and further required the parties to file simultaneous pleadings specifying what additional 

documents or material, if any, should be included in the record and the reasons for that material's 

inclusion. Hyatt, 1 :18-cv-546 (E.D. Va. Jan. 15, 2020) (Order) (Dkt. 133). Both parties complied 

with this Order and filed pleadings setting forth the parties' contentions on what should be 

included in the record for judicial review. 

II. 

The PTO contends that the administrative record in this matter properly consists of the 

June 20, 2019 testimony and "those papers connected to the actions (with only certain of the 

appendices or attachments to those papers, which can span thousands of pages in length) taken 

by the agency on plaintiffs patent applications between December 1, 2019 and January 15, 

2020." PTO's Pleading on the Administrative Record at 2. According to the PTO, the PTO's 

proposed selection of documents provides "an accurate snapshot of the most current processes 

before the agency, but [would not] inundate[e] this Court with over 1.5 million pages of 

5 
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documentation." Id. (emphasis in original). 

Plaintiff agrees that the record in this case should include the testimony heard at the 

hearing but argues that the administrative record for judicial review should be expanded to 

include (i) the exhibits introduced at the June 20, 2019 evidentiary hearing;6 (ii) the complete file 

histories of plaintiffs patent applications including the PTO's internal communications and 

activity before the Patent Trial and Appeal Board and, as it was previously known, the Board of 

Patent Appeals and Interferences (collectively, "the Board");7 (iii) sworn statements of former 

PTO officials; and (iv) transcripts of sworn testimony offered at depositions in Hyatt v. lancu, 

No. 05-2310, et al. (D.D.C.).8 Plaintiff argues that these materials show that the PTO has taken 

pretextual actions to prevent plaintiff from obtaining either patents or judicially reviewable final 

agency action based on his currently pending patent applications. 

Judicial review of an action pursuant to § 706 must take place "on the whole record, or 

those parts of it cited by the parties." 5 U.S.C. § 706. As the Supreme Court has made clear, in 

AP A actions, "the focal point for judicial review should be the administrative record already in 

existence, not some new record made initially in the reviewing court." Camp v. Pitts, 411 U.S. 

138, 142 (1973). In other words, judicial review under the APA is primarily conducted based on 

the material "before the agency at the time of its decision." Fort Sumter Tours, Inc., 66 F.3d at 

1336 (quoting Lewis v. Babbitt, 998 F.2d 880, 882 (10th Cir. 1993)); cf Power Integrations, Inc. 

6 As reflected in Exhibit 1 to plaintiffs Pleading on the Administrative Record, plaintiff introduced thirteen 
documents at the evidentiary hearing, including records and filings associated with certain applications, court filings 
in cases between plaintiff and the PTO, and PTO internal emails. 

7 Alternatively, plaintiff has provided a table identifying documents which plaintiff argues properly belong in the 
administrative record. See Plaintiffs Response to Order on the Record, Exhibit 10. 

8 Because the testimony of Joseph Rolla, Howard Goldberg, and Brian Werner is subject to a protective order, 
plaintiffs publicly-filed memorandum discussing the contents of the testimony is redacted. Accordingly, this Order 
does not describe the substance of these witnesses' testimony. 

6 
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v. Lee, 797 F .3d 1318, 1326 (Fed. Cir. 2015) (reviewing patentability determinations under the 

AP A and on the grounds stated in the administrative record). The nature of the question 

presented-here, the challenge to a sub rosa policy or rule to refrain from issuing plaintiff any 

patents based on his currently existing applications and to prevent plaintiff from obtaining 

judicial review of his currently existing applications-must inform the scope and contents of the 

record for review of the PTO's action. The record developed in this case, namely the testimony 

heard as part of the limited discovery plaintiff was permitted to conduct, clearly belongs in this 

case's administrative record for review. In addition to the testimony developed in this case, the 

administrative record for judicial review also appropriately includes materials in the record 

before the PTO that are significantly probative of the truth or falsity of plaintiffs allegation. Put 

another way, the record for judicial review should include those materials in the administrative 

record such as the PTO' s recent actions or lack thereof with respect plaintiffs patent 

applications, as that may be probative of the truth or falsity of plaintiffs allegation. In this 

regard, plaintiff has noted three applications as exemplars of the PTO's alleged sub rosa policy 

against issuance to plaintiff of any patents or administrative rulings that might allow judicial 

review. 

These principles applied here point persuasively to the conclusion that the following 

material must be included in the administrative record for judicial review: 

(i) the transcript of the June 20, 2019 evidentiary hearing in this matter; 

(ii) the exhibits introduced at the June 20, 2019 evidentiary hearing;9 

(iii) the papers connected to the PTO's office actions from December 1, 2019 to January 

9 The PTO argues that several of the documents introduced at the evidentiary hearing "fall well outside of how 
courts have defined the term administrative record." PTO's Response at 7 n. 3 (emphasis in original). 
Notwithstanding the PTO's objection, the inclusion of these documents in the administrative record is warranted 
because these documents are part of the record developed during plaintiffs sharply focused discovery in this case. 

7 
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15, 2020 designated by the PTO; and 

(iv) papers related to applications 08/471,799, 08/470,897, and 08/470,075, to include 
(a) Patent Application Locating and Monitoring ("PALM") records for all three 
applications that provide the same information for applications 08/4 70,897 and 
08/470,075 that Plaintiffs Exhibit 6, which was introduced at the June 20, 2019 
evidentiary hearing, provided for Application Number 08/4 71,799; (b) the Board 
decisions regarding each of the three applications; and ( c) any documents from the file 
histories of the three applications that the PTO designates as necessary for providing 
context for the PTO's actions on these applications. 10 

Plaintiff does not object to the inclusion in the administrative record for judicial review of 

the materials identified in (i)-(iv), but argues that much more must also be included in the record 

for judicial review under the APA in this case. Specifically, plaintiff argues that the 

administrative record must contain the entire file histories of plaintiffs patent applications. The 

inclusion of the entire file histories of plaintiffs patent applications in the administrative record 

would add over 1.7 million pages of documents to the administrative record. See PTO's 

Response at 5 (noting that the file histories contained more than 1.7 million pages of documents 

in 201 7 and that the file histories have since grown in size). The massive volume of these file 

histories is the result and reflection of the unprecedented and inordinate length, complexity, and 

interrelatedness of plaintiffs patent applications. As described above, plaintiffs applications, as 

amended, contain hundreds of independent and dependent claims per application and are "some 

of the largest claim sets the PTO has ever encountered." See Hyatt I at 776; see also Hyatt 

Requirements Suit, 797 F.3d at 1377 (noting that the Federal Circuit was "aware of no other 

applicant with the same volume of claims as Mr. Hyatt"). The specifications for plaintiffs patent 

applications at issue in the previous suit "run many hundreds of pages in length." See Hyatt I at 

776. And each of plaintiffs patent applications "claims the benefit of priority to ... numerous 

10 These three applications and related documents are cited by plaintiff as probative of the PTO's alleged sub rosa 
rule or policy. See Plaintiffs Pleading on the Administrative Record at 4; Plaintiff's Opposition at 3. 

8 
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earlier filed-applications often dating back to the early 1970s." Id at 776-77; see also Hyatt 

Requirements Suit, 797 F.3d at 1377 ("Each of Mr. Hyatt's pending applications incorporates by 

reference, and claims the benefit of priority from, a network of earlier filed applications dating 

back to the 1970s."}. 

The inclusion in the administrative record for judicial review of all of these documents

well over 1. 7 million pages-as plaintiff seeks is unwarranted and inappropriate in light of the 

precise question presented in this AP A case. A more focused selection of documents that reflects 

the PTO's recent handling of plaintiffs patent applications provides the appropriate record 

before the PTO that is necessary for efficient and effective judicial review of plaintiffs 

allegation that the PTO has a current, de facto policy to refrain from issuing plaintiff any patents 

based on his currently existing applications and to prevent plaintiff from obtaining judicial 

review of his currently existing applications. 

Plaintiff models his proposal to include complete file histories on the PTO's document 

production in a case not subject to the APA 's standard of review, Hyatt v. Jancu, No. 05-2310, et 

al. In that case, plaintiff filed civil actions to obtain patents under 35 U.S.C. § 145. The Supreme 

Court has made clear that judicial review pursuant to § 145 is not limited to the administrative 

record. See Kappos v. Hyatt, 566 U.S. 431,438 (2012) (rejecting a rule that would limit judicial 

review in a § 145 action to evidence in the administrative record). As a result, many of the 

documents produced in connection with Hyatt v. Jancu have no place in this case's 

administrative record for judicial review. And to the extent plaintiff seeks to include internal 

PTO communications in the administrative record, plaintiff has not justified a departure from the 

rule that internal, deliberative materials are not included in the administrative record. See Tafas 

v. Dudas, 530 F. Supp. 2d 786, 794 (E.D. Va. 2008) (''A complete administrative record, 

9 
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however, does not include privileged materials, such as documents that fall within the 

deliberative process privilege .... ") (citation omitted). In sum, inclusion of the millions of pages 

of documents that comprise the entire file histories of plaintiffs applications is inappropriate and 

unwarranted in light of the question presented for review in this AP A case. 

Plaintiff also seeks to include several former PTO employees' sworn declarations in the 

administrative record. But a review of those declarations makes clear that the declarations are not 

relevant to the precise question presented in this case because none of the declarants has worked 

on any of plaintiffs patent applications as a PTO employee since at least 2012. Thus, the 

observations in the declarations are stale and are not probative of whether there is a current, de 

facto policy to refrain from issuing plaintiff any patents and to avoid final agency action on any 

of his pending patent applications that might allow judicial review. Plaintiffs proposal to include 

sworn testimony given in connection with Hyatt v. Iancu suffers from the same defect because 

plaintiff seeks to include in this record testimony that is not relevant to the PTO's current 

examination practices for plaintiffs applications. Accordingly, the sworn declarations and the 

testimony given in connection with Hyatt v. Iancu are not properly included in this case's 

administrative record. 

III. 

In summary, the administrative record for judicial review properly includes the following 

material: 

(i) the transcript of the June 20, 2019 evidentiary hearing in this matter; 

(ii) the exhibits introduced at the June 20, 2019 evidentiary hearing; 

(iii) the papers connected to the PTO's office actions from December 1, 2019 to January 
15, 2020 designated by the PTO; and 

(iv) papers related to applications 08/471,799, 08/470,897, and 08/470,075, to include 

10 
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(a) PALM records for all three applications that provide the same infonnation for 
applications 08/470,897 and 08/470,075 that Plaintiff's Exhibit 6. which was introduced 
at the June 20, 2019 evidentiary hearing. provided for Application Number 08/471,799; 
(b) the Board decisions regarding each of the three applications; and ( c) any documents 
from the file histories of the three applications that the PTO designates as necessary for 
providing context for the P1'"0's actions on these applications. 

Accordingly, 

lt is hereby ORDERED that lhe PTO is DIRECTED to file with the Court the materials 

described above in (i)-(iv) for judicial review in this case together with an index on or before 

April 24, 2020. 

It is rurther ORDERED that a hearing on the merits in this matter is SCHEDULED for 

Friday, May 15, 2020 at 10:00 a.m. Each ,ide will be allotted thiny minutes for oral argument. 

The Clerk is directed to send a copy of this Order to all counsel of record. 

Alexandria, Virginia 
March 18. 2020 

11 
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Addendum 1 

5 U.S.C. § 551 

… 

(4) “rule” means the whole or a part of an agency statement of general or 

particular applicability and future effect designed to implement, interpret, or 

prescribe law or policy or describing the organization, procedure, or practice 

requirements of an agency and includes the approval or prescription for the 

future of rates, wages, corporate or financial structures or reorganizations 

thereof, prices, facilities, appliances, services or allowances therefor or of 

valuations, costs, or accounting, or practices bearing on any of the foregoing[.] 

… 

(13) “agency action” includes the whole or a part of an agency rule, order, 

license, sanction, relief, or the equivalent or denial thereof, or failure to act[.]  
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5 U.S.C. § 702 

A person suffering legal wrong because of agency action, or adversely affected 

or aggrieved by agency action within the meaning of a relevant statute, is entitled 

to judicial review thereof. An action in a court of the United States seeking relief 

other than money damages and stating a claim that an agency or an officer or 

employee thereof acted or failed to act in an official capacity or under color of 

legal authority shall not be dismissed nor relief therein be denied on the ground 

that it is against the United States or that the United States is an indispensable 

party. The United States may be named as a defendant in any such action, and 

a judgment or decree may be entered against the United States: Provided, That 

any mandatory or injunctive decree shall specify the Federal officer or officers 

(by name or by title), and their successors in office, personally responsible for 

compliance. Nothing herein (1) affects other limitations on judicial review or the 

power or duty of the court to dismiss any action or deny relief on any other 

appropriate legal or equitable ground; or (2) confers authority to grant relief if 

any other statute that grants consent to suit expressly or impliedly forbids the 

relief which is sought.  
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Addendum 3 

5 U.S.C. § 706 

To the extent necessary to decision and when presented, the reviewing court 

shall decide all relevant questions of law, interpret constitutional and statutory 

provisions, and determine the meaning or applicability of the terms of an agency 

action. The reviewing court shall— 

(1) compel agency action unlawfully withheld or unreasonably delayed; and 

(2) hold unlawful and set aside agency action, findings, and conclusions 

found to be— 

(A) arbitrary, capricious, an abuse of discretion, or otherwise not in 

accordance with law; 

(B) contrary to constitutional right, power, privilege, or immunity; 

(C) in excess of statutory jurisdiction, authority, or limitations, or short of 

statutory right; 

(D) without observance of procedure required by law; 

(E) unsupported by substantial evidence in a case subject to sections 556 

and 557 of this title or otherwise reviewed on the record of an agency 

hearing provided by statute; or 

(F) unwarranted by the facts to the extent that the facts are subject to trial 

de novo by the reviewing court. 

In making the foregoing determinations, the court shall review the whole record 

or those parts of it cited by a party, and due account shall be taken of the rule of 

prejudicial error. 
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Addendum 4 

35 U.S.C. § 145 

An applicant dissatisfied with the decision of the Patent Trial and Appeal Board 

in an appeal under section 134(a) may, unless appeal has been taken to the 

United States Court of Appeals for the Federal Circuit, have remedy by civil 

action against the Director in the United States District Court for the Eastern 

District of Virginia if commenced within such time after such decision, not less 

than sixty days, as the Director appoints. The court may adjudge that such 

applicant is entitled to receive a patent for his invention, as specified in any of 

his claims involved in the decision of the Patent Trial and Appeal Board, as the 

facts in the case may appear and such adjudication shall authorize the Director 

to issue such patent on compliance with the requirements of law. All the 

expenses of the proceedings shall be paid by the applicant. 
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